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Hanover Star Mituinc Company v. D. D. METCALF 


ALLEN & WHEELER Co. v. HANOVER Star Minirnc Company 


United States Supreme Court 


March 6, 1916 


1. TrapE-Marks—INFRINGEMENT—ELEMENTS. 


The essential element of wrong is the same in cases of trade-mark infringe- 
ment as in cases of unfair competition unaccompanied by trade-mark 
infringement, the essence of the wrong consisting in the sale of the goods of one 
manufacturer or vendor for those of another. In fact, the common law of 
trade-marks is but a part of the broader law of unfair competition. 


. Trape-MarkKs—CHARACTER OF RiGBsT. 


The right to a trade-mark grows out of use and not mere adoption. A 
trade-mark is merely a protection for good-will and is not the subject of a 
property right, except in connection with an existing business. 


. Trape-Marxs—Ricats or Prior User. 


In the ordinary case of parties competing under the same mark in the same 
market, it is correct to say that prior appropriation determines their rights. 
But where two parties are independently employing the same mark upon goods 
of the same class, in separate markets, wholly remote the one from the other, 
the question of prior appropriation is legally insignificant, at least unless it 
appear that the second adopter has selected the mark with some design inimical 
to the interests of the first user, such as to take the benefit of the reputation of 
his goods, to forestall the extension of his trade, or the like. 


. Trape-Marxks—TeErritToriAL Limitation or RiGHts. 


A corporation which had used a mark on flour since 1872 in Ohio, Pennsyl- 
vania and Massachusetts, held not entitled to enjoin the use of the same mark on 
the same goods by one who has used the mark in good faith, though only since 
1886, in Alabama, Mississippi, Georgia and Florida and has never encroached 
upon the plaintiff's territory. 

Neither is the latter corporation precluded because of prior use of the 
mark by another outside its territory, from enjoining a trespasser upon its 
territory who is guilty of unfair competition in the manner of his trading as well 
as in the use of the trade-mark. 


. Unratr CoMpEetTITION—FRAUDULENT INTENT—INJUNCTION. 


Where the defendant, who was unable to secure an agency for the dis- 
tribution of the plaintiff's flour in a certain territory, contracted with another 
manufacturer to sell its flour in the same territory under the same trade-mark 
and in packages so closely resembling plaintiff's as to deceive purchasers, even 
though the name of the latter manufacturer was not concealed, the circum- 
stances indicate a fraudulent intent to palm off the flour of the latter manu- 
facturer as that of the former, the reputation of which had been well estab- 
lished, and the plaintiff is entitled to a restraining injunction irrespective of any 
claim by the defendant of affirmative trade-mark rights in that territory. 


First case, on writ of certiorari to the United States circuit 


court of appeals, for the fifth circuit. Reversed. 


For the opinion of the lower court, see 3 T. M. Rep. 269. 
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Second case, on writ of certiorari to the United States circuit 
court of appeals, for the seventh circuit. Affirmed. 


For the decision of the lower court, see 3 T. M. Rep. 521. 


Edgar L. Clarkson, James E. Morrisette, Henry Fitts, and 
John London, attorneys for Hanover Star Milling Com- 
pany. 

J. Fred Gilster, solicitor, and Edward Everett Longan, of coun- 
sel, for D. D. Metcalf. 

J. Fred Gilster, and L. O. Whitnel (Edward Everett Longan, 


of counsel) attorneys for Allen & Wheeler Co. 


Mr. Justice Pitney delivered the opinion of the Court. 

These cases were argued together, and may be disposed of in a 
single opinion. 

In No. 23, the Hanover Star Milling Company, an Illinois cor- 
poration engaged in the manufacture of flour in that state, filed 
a bill in equity on March 4, 1912, in the United States district 
court for the middle district of Alabama, against Metcalf, a citi- 
zen of the state of Alabama and a merchant engaged in the business 
of selling flour at Greenville, Butler County, in that state, to 
restrain alleged trade-mark infringement and unfair competition. 
The bill averred that for twenty-seven years last past complainant 
had been engaged in the manufacture of a superior and popular 
grade of flour, sold by it at all times under the name of “Tea Rose”’ 
flour, in a wrapping with distinctive markings, including the 
words “Tea Rose” and a design containing three roses imprinted 
upon labels attached to sacks and barrels; that this flour had been 
marketed thus by complainant in the state of Alabama for the 
preceding twelve years, during which time, by maintaining a 
high and uniform quality, by expensive advertising, and by diligent 
work of its representatives, it had built up a large and lucrative 
market, with annual sales of more than one hundred seventy-five 
thousand dollars of Tea Rose flour in that state, and had estab- 
lished a valuable reputation for the name “Tea Rose” and the 
distinctive wrappings in Alabama and other states, particularly 
Georgia and Florida; that until shortly before the commencement 
of the suit complainant’s Tea Rose flour was the only flour made, 
sold, or offered for sale under that name in Butler County or else- 
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where in the state of Alabama, and the name “Tea Rose’”’ had 
represented and stood for complainant’s flour; and that recently 
the Steeleville Milling Company, of Steeleville, Illinois, had, 
through Metcalf’s agency, been marketing in Alabama, and 
particularly in Butler County, flour of its manufacture, in packages 
and wrappings substantially identical with complainant’s and 
bearing a design containing three roses and the name “Tea Rose” 
upon the labels, in a manner calculated to deceive and in fact 
deceptive to purchasers, thereby threatening pecuniary loss to 
complainant exceeding three thousand dollars in amount and 
destroying the prestige of complainant’s ““Tea Rose’’ flour and 
damaging its trade therein. 

Defendant’s answer denied all attempts to deceive purchasers, 
and further denied complainant’s right to the exclusive use of 
the words “Tea Rose”’ or the picture of a rose as a trade-mark; 
averred that long prior to complainant’s first use of it, and as 
early as the year 1872, the name had been adopted, appropriated, 
and used as a trade-mark for flour by the firm of Allen & Wheeler, 
of Troy, Ohio, and used by it and its successor, The Allen & Wheeler 
Company, continuously as such; and alleged that the Steeleville 
Milling Company had used its ““Tea Rose’’ brand for more than 
sixteen years last past, and as early as the year 1899 had sold flour 
in Alabama under that label. 

Upon consideration of the bill and answer and affidavits 
submitted by the respective parties, the district court granted a 
temporary injunction restraining Metcalf from selling flour labeled 
“Tea Rose,” manufactured by the Steeleville Company or any 
person, firm, or corporation other than the Hanover Company, at 
Greenville, or at any other place in the middle district of Ala- 
bama. Upon appeal, the circuit court of appeals for the fifth 
circuit reversed this decree and remanded the cause with directions 
to dismiss the bill. (3 T. M. Rep., 269; 204 Fed. Rep., 211.) 
A writ of certiorari was then allowed by this court. 

In No. 30, The Allen & Wheeler Company, a corporation of the 
state of Ohio, manufacturing flour at the city of Troy in that state, 
filed a bill against the Hanover Star Milling Company on May 
23, 1912, in the United States district court for the eastern dis- 
trict of Illinois, averring that in or before the year 1872 the firm 
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of Allen & Wheeler, then engaged in the manufacture of flour at 
Troy, adopted as a trade-mark for designating one of its brands the 
words ‘Tea Rose,” and from thence until the year 1904 continu- 
ously used that trade-mark by placing it upon sacks, barrels, and 
packages containing the brand and quality of flour designated by 
that term and sold throughout the United States; that in 1904 the 
Allen & Wheeler Company was incorporated and took over the 
mills, machinery, stock, trade-mark, and good-will of the firm, 
since which time the corporation had continued to use the trade- 
mark upon flour of its manufacture, and had distributed and sold 
such flour in the markets of the United States, whereby the words 
“Tea Rose”’ had become the common-law trade-mark of the Allen 
& Wheeler Company; that recently it had learned that the Hanover 
Star Milling Company had adopted the words “Tea Rose” as 
designating a brand of flour manufactured by it, and, notwith- 
standing notice of complainant’s rights, was persisting in the sale of 
its flour under that name and threatening to continue so to do; and 
that defendant had sold large quantities of Tea Rose flour, par- 
ticularly in the markets of the states of Alabama, Florida, and 
Mississippi, with large gross sales, and profits approximating 
five thousand dollars per year for the past five years, causing dam- 
age and loss to complainant in excess of three thousand dollars. 
An injunction and an accounting of profits were prayed. Upon 
this bill, a demurrer filed by the Hanover Company, and affi- 
davits presented by both parties, the district court granted a tem- 
porary injunction restraining the use of the words “Tea Rose” 
as a trade-mark for flour, without territorial restriction. The 
circuit court of appeals for the seventh circuit reversed this decree, 
and remanded the cause to the district court for further proceedings 
not inconsistent with its opinion. (3 T. M. Rep., 521; 208 Fed. 
Rep., 513.) An appeal was taken to this court, and a writ of certi- 
orari was subsequently granted. The appeal must be dismissed for 
want of jurisdiction, and the case will be disposed of under the 
writ of certiorari. 

No question is raised respecting the propriety of passing upon 
the questions at issue on a review of decisions rendered upon 
applications for temporary injunction. Both district courts 
granted such injunctions, and both circuit courts of appeals re- 
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versed upon grounds that went to the merits. These courts 
differed upon fundamental questions, and it was because of this 
that the writs of certiorari were allowed, the situation being such 
that it was deemed proper to allow them before final decrees were 
made, notwithstanding the general rule to the contrary. (Ameri- 
can Const. Company v. Jacksonville Railway, 148 U.S., 372, 378, 
384: The Three Friends, 166 U. S., 1, 49; The Conqueror, 166 U.S., 
110, 113; Denver v. New York Trust Co., 229 U.S., 123, 133.) 

In both cases it was shown without dispute that the firm of 
Allen & Wheeler adopted and used the words “Tea Rose” as a 
trade-mark for one kind or quality of flour manufactured by it as 
early as the year 1872, and continued that use until the year 1904, 
when the Allen & Wheeler Company was incorporated and took 
over the mills, machinery, stock, trade-mark, and good-will of the 
firm and succeeded to its business. But there is nothing to show 
the extent of such use or the markets reached by it, except that in 
the year 1872 Allen & Wheeler sold three lots of twenty-five barrels 
each to a firm in Cincinnati, Ohio, and one lot of one hundred 
barrels to a firm in Pittsburgh, Pennsylvania: that in the early 70’s 
another firm in Pittsburgh was a customer for this brand; and that 
in the later 70’s a firm in Boston, Massachusetts, was a customer 
for the same brand. As to the Allen & Wheeler Company, there 
are affidavits stating in general terms that since its incorporation 
in 1904, and “‘continuously down to the present time,”’ the com- 
pany has used the brand “‘Tea Rose” for flour; but there is a re- 
markable absence of particular statements as to time, place, or 
circumstances; in short, no showing whatever as to the extent of 
the use or the markets reached. There is nothing to show that the 
Allen & Wheeler “Tea Rose” flour has been even advertised in 
Alabama or the adjoining states, and there is clear and undisputed 
proof that it has not been sold or offered for sale or known or 
heard of by the trade in Alabama, Mississippi, or Georgia. In 
No. 30, there is uncontradicted proof that the Allen & Wheeler 
Company is selling flour in Alabama and Georgia, but under the 
brands “‘Eldean Patent” and “Trojan Special.” 

In both suits, the Hanover Star Milling Company introduced 
affidavits fairly showing that shortly after its incorporation in 
the year 1885 it adopted for one of its brands of flour the name “Tea 
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Rose,” and adopted for the package or container, whether sack or 
barrel, a label bearing the name “‘Tea Rose” and the design already 
referred to; and that this trade-mark was adopted and used in good 
faith without knowledge or notice that the name “Tea Rose”’ had 
been adopted or used by the Allen & Wheeler firm, or by anybody 
else. In 1904 the Hanover Company began and has since prose- 
cuted a vigorous and expensive campaign of advertising its Tea 
Rose flour, covering the whole of the state of Alabama, and parts of 
Mississippi, Georgia, and Florida, employing many ingenious and 
interesting devices that are detailed in the proofs, with the result 
that at the commencement of the litigation its sales of Tea Rose 
flour in these markets amounted to more than one hundred and 
fifty thousand dollars a year, the Hanover Star Milling Company 
has come to be known as the Tea Rose mill, the reputation of the 
mill is bound up with the reputation of Tea Rose flour, and “Tea 
Rose”’ in the flour trade in the territory referred to means flour of 
the Hanover Company’s manufacture. There is nothing to show 
any present or former competition in Tea Rose flour between the 
latter company and the Allen & Wheeler firm or corporation, or 
that either party has even advertised that brand of flour in terri- 
tory covered by the activities of the other. 

Metcalf’s purchases of competing Tea Rose flour, which gave 
rise to the suit brought by the Hanover Company against him, were 
made from the Steeleville Milling Company, an Illinois corporation, 
which appears to have adopted the name and design of a tea rose 
for flour in the year 1895. 

It should be added that, so far as appears, none of the parties 
here concerned has registered the trade-mark under any act of 
Congress or under the law of any state. Nor does it appear that 
in any of the states in question there exists any peculiar local rule, 
arising from statute or decision. Hence, the cases must be decided 
according to common-law principles of general application. 

Interesting and important questions are raised concerning the 
territorial extent of trade-mark rights. In behalf of the Hanover 
Company it is, in effect, insisted: (a) that the failure of the Allen 
& Wheeler Company and its predecessors to enter the south- 
eastern territory with their Tea Rose flour, and the fact that such 
flour has been and is wholly unknown there under that name, 
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disentitle it to interfere with the Hanover Company’s trade estab- 
lished in good faith in that territory under the same mark; (b) that 
the same considerations entitle Hanover to affirmative trade-mark 
rights of its own, enforceable against the Steeleville Company and 
everybody else over whom it has priority in that territory; and 
(c) that Hanover is entitled to relief against Steeleville and against 
Metcalf as its agent, upon the ground of unfair competition in 
trade regardless of the trade-mark right. An affirmative answer 
to the first proposition will decide the Allen & Wheeler case (No. 
30) in favor of Hanover, and an affirmative answer to the third 
proposition will decide the Metcalf case (No. 23) in favor of Hano- 
ver, irrespective of the disposition that might be made of the 
second proposition. In view of possible consequences to the rights 
of parties not before the court, it is desirable to limit the range of 
our decision as much as practicable, especially as the proofs now 
before us are incomplete and in some respects unsatisfactory. 

It will be convenient to dispose first of No. 30. Here the bill 
is rested upon alleged trade-mark infringement, pure and simple, 
and no question of unfair competition is involved. The decision of 
the court of appeals for the seventh circuit in favor of the Hanover 
Company and against the Allen & Wheeler Company was rested 
upon the ground that although the adoption of the Tea Rose 
mark by the latter antedated that of the Hanover Company, its 
only trade, so far as shown, was in territory north of the Ohio 
River, while the Hanover Company had adopted “Tea Rose” 
as its mark in perfect good faith, with no knowledge that anybody 
else was using or had used those words in such a connection, and 
during many years it had built up and extended its trade in the 
southeastern territory, comprising Georgia, Florida, Alabama, and 
Mississippi, so that in the flour trade in that territory the mark 
“Tea Rose’’ had come to mean the Hanover Company’s flour, and 
nothing else. The court held in effect that the right to protection 
in the exclusive use of a trade-mark extends only to those markets 
where the trader’s goods have become known and identified by his 
use of the mark; and because of the non-occupancy by the Allen 
& Wheeler Company of the southeastern markets it had no ground 


for relief in equity. Let us test this by reference to general prin- 
ciples. 
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The redress that is accorded in trade-mark cases is based upon 
the party’s right to be protected in the good-will of a trade or 
business. The primary and proper function of a trade-mark is to 
identify the origin or ownership of the article to which it is affixed. 
Where a party has been in the habit of labeling his goods with a 
distinctive mark, so that purchasers recognize goods thus marked 
as being of his production, others are debarred from applying the 
same mark to goods of the same description, because to do so would 
in effect represent their goods to be of his production and would 
tend to deprive him of the profit he might make through the sale 
of the goods which the purchaser intended to buy. Courts afford 
redress or relief upon the ground that a party has a valuable 
interest in the good-will of his trade or business, and in the trade- 
marks adopted to maintain and extend it. The essence of the 
wrong consists in the sale of the goods of one manufacturer or ven- 
dor for those of another. (Canal Co. v. Clark, 13 Wall. 311, 322; 
McLean v. Fleming, 96 U. S. 245, 251; Manufacturing Co. v. 
Trainer, 101 U.S. 51, 53; Menendez v. Holt, 128 U. S. 514, 520; 
Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 U.S. 537, 546.) 

This essential element is the same in trade-mark cases as in 
cases of unfair competition unaccompanied with trade-mark in- 
fringement. In fact, the common law of trade-marks~is but a 
part of the broader law of unfair competition. (Elgin Natl. Watch 
Co. v. Illinois Watch Co., 179 U. S. 665, 674; G. &. C. Merriam 
Co. v. Saalfield, 2 T. M. Rep. Rep., 443; 198 Fed. Rep., 369, 372; 
Cohen v. Nagle, 190 Mass. 4, 8, 15; 5 A. & E. Ann. Cas. 553, 555, 
558.) 

Common-law trade-marks, and the right to their exclusive use, 
are of course to be classed among property rights (7'rade-Mark 
Cases, 100 U. S. 82, 92, 93); but only in the sense that a man’s 
right to the continued enjoyment of his trade reputation and the 
good-will that flows from it, free from unwarranted interference 
by others, is a property right, for the protection of which a trade- 
mark is an instrumentality. As was said in the same case (p. 94), 
the right grows out of use, not mere adoption. In the English 
courts it often has been said that there is no property whatever in 
a trade-mark, as such. (Per Ld. Langdale, M. R., in Perry v. 
Truefitt, 6 Beav. 73; per Vice-Chancellor Sir Wm. Page Wood 
(afterwards Ld. Hatherly), in The Collins Company v. Brown, 3 
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Kay & J. 423, 426; 3 Jur. N.S., 930; per Ld. Herschell in Reddaway 
v. Banham, A. C. 1896, 199, 209.) But since in the same cases 
the courts recognized the right of the party to the exclusive use of 
marks adopted to indicate goods of his manufacture, upon the 
ground that “A man is not to sell his own goods under the pretense 
that they are the goods of another man; he cannot be permitted to 
practise such a deception, nor to use the means which contribute 
to that end. He cannot therefore be allowed to use names, marks, 
letters, or other indicia, by which he may induce purchasers to be- 
lieve, that the goods which he is selling are the manufacture of 
another person”’ (6 Beav. 73); it is plain that in denying the right 
of property in a trade-mark it was intended only to deny such 
property right except as appurtenant to an established business 
or trade in connection with which the mark is used. This is 
evident from the expressions used in these and other English cases. 
Thus, in Ainsworth v. Walmsley (L. R. 1 Eq. Cas. 518, 524), Vice- 
Chancellor Sir Wm. Page Wood said: “This court has taken 
upon itself to protect a man in the use of a certain trade-mark as 
applied to a particular description of article. He has no property 
in that mark per se, any more than in any other fanciful denomina- 
tion he may assume for his own private use, otherwise than with 
reference to his trade. If he does not carry on a trade in iron, but 
carries on a trade in linen, and stamps a lion on his linen, another 
person may stamp a lion on iron; but when he has appropriated a 
mark to a particular species of goods, and caused his goods to 
circulate with this mark upon them, the court has said that no one 
shall be at liberty to defraud that man by using that mark, and 
passing off goods of his manufacture as being the goods of the owner 
of that mark.” 

In short, the trade-mark is treated as merely a protection for 
the good-will, and not the subject of property except in connection 
with an existing business. The same rule prevails generally in this 
country, and is recognized in the decisions of this court already 
cited. (See also Apollinaris Co. v. Scherer, 27 Fed. Rep., 18, 20; 
Levy v. Waitt, 61 Fed. Rep., 1008, 1011; Macmahan Pharmacal 
Co. v. Denver Chemical Mfg. Co., 113 Fed. Rep., 468, 471, 475; 
Congress & Empire Spring Co. v. High Rock Congress Spring Co., 
57 Barb. 526, 551; Western v. Ketcham, 51 How. Pr. 455, 456; 
Candee, Swan & Co. v. Deere & Co., 54 Ill. 439, 457; Avery & Sons 
v. Meikle, 81 Ky. 73, 86.) 
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Expressions are found in many of the cases to the effect that 
the exclusive right to the use of a trade-mark is founded on priority 
of appropriation. Thus, in Canal Co. v. Clark (13 Wall. 311, 323), 
reference is made to “‘the first appropriator’’; in McLean v. Flem- 
ing (96 U.S. 245, 251), to ‘the person who first adopted the stamp”’; 
in Manufacturing Co. v. Trainer (101 U. S. 51, 53), the expres- 
sion is “any symbol or device, not previously appropriated, which 
will distinguish,” etc. But these expressions are to be understood 
in their application to the facts of the cases decided. In the 
ordinary case of parties competing under the same mark in the 
same market, it is correct to say that prior appropriation settles 
the question. But where two parties independently are em- 
ploying the same mark upon goods of the same class, but in sepa- 
rate markets wholly remote the one from the other, the question 
of prior appropriation is legally insignificant, unless at least it 
appear that the second adopter has selected the mark with some 
design inimical to the interests of the first user, such as to take the 
benefit of the reputation of his goods, to forestall the extension 
of his trade, or the like. 

Of course, if the symbol or device is already in general use, 
employed in such a manner that its adoption as an index of source 
or origin would only produce confusion and mislead the public, it 
is not susceptible of adoption as a trade-mark. Such a case was 
Columbia Mill Co. v. Alcorn (150 U. S. 460, 464, affirming 40 
Fed. Rep., 676) where it appeared that before complainant’s adop- 
tion of the disputed word as a brand for its flour the same word was 
used for the like purpose by numerous mills in different parts of 
the country. 

That property in a trade-mark is not limited in its enjoy- 
ment by territorial bounds, but may be asserted and protected 
wherever the law affords a remedy for wrongs, is true in a limited 
sense. Into whatever markets the use of a trade-mark has ex- 
tended, or its meaning has become known, there will the manufac- 
turer or trader whose trade is pirated by an infringing use be en- 
titled to protection and redress. But this is not to say that the 
proprietor of a trade-mark, good in the markets where it has been 
employed, can monopolize markets that his trade has never 
reached and where the mark signifies not his goods but those of 








HANOVER STAR MILLING CO. V. D. D. METCALF 159 


another. We agree with the court below (3 T. M. Rep., 529; 208 Fed. 
Rep., 519) that “Since it is the trade, and not the mark, that is to 
be protected, a trade-mark acknowledges no territorial boundaries 
of municipalities or states or nations, but extends to every market 
where the trader’s goods have become known and identified by 
his use of the mark. But the mark, of itself, cannot travel to mar- 
kets where there is no article to wear the badge and no trader to 
offer the article.”’ 

To say that a trade-mark right is not limited in its enjoyment 
by territorial bounds, is inconsistent with saying that it extends 
as far as the sovereignty in which it has been enjoyed. If the 
territorial bounds of sovereignty do not limit, how can they en- 
large such a right? And if the mere adoption and use of a trade- 
mark in a limited market shall (without statute) create an ex- 
clusive ownership of the mark throughout the bounds of the 
sovereignty, the question at once arises, “What sovereignty’’? 
So far as the proofs disclose, the Allen & Wheeler mark has not 
been used at all, is not known at all in a market sense, within the 
sovereignty of Alabama, or the adjacent states, where the contro- 
versy with the Hanover Star Milling Company arose. And so far 
as the controversy concerns intrastate distribution as distinguished 
from interstate trade, the subject is not within the sovereign powers 
of the United States. (Trade-Mark Cases, 100 U. S. 82, 93.) 

We are referred to an expression contained in the opinion 
of this court in Kidd v. Johnson (100 U.S. 617, 619): “The right 
to use the trade-mark is not limited to any place, city, or state, 
and, therefore, must be deemed to extend everywhere.” But 
a reference to the facts of the case, and the context, shows that the 
language was not used in the sense attributed to it in the argument. 
The question presented for decision related to the ownership of a 
trade-mark used by complainants (Johnson & Co.) on packages and 
barrels containing whiskey, manufactured and sold by them in 
Cincinnati, and this turned in part upon the force to be given to a 
written transfer executed by one Pike and delivered to complain- 
ant’s predecessors in business in connection with a sale of the dis- 
tillery and its appurtenances, which were Pike’s individual prop- 
erty. Kidd, the defendant, claimed the right to use the same 
mark as surviving partner of a firm of which Pike had been a mem- 
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ber. The court, speaking by Mr. Justice Field, said (p. 619): 
“That transfer was plainly designed to confer whatever right 
Pike possessed. It, in terms, extends the use of the trade-mark to 
Mills, Johnson & Co. and their successors. Such use, to be of any 
value, must necessarily be exclusive. If others also could use it, 
the trade-mark would be of no service in distinguishing the whiskey 
of the manufacture in Cincinnati; and thus the company would 
lose all the benefit arising from the reputation the whiskey there 
manufactured had acquired in the market. The right to use the 
trade-mark is not limited to any place, city, or state, and, therefore, 
must be deemed to extend everywhere.” This does not import 
that the trade-mark right assigned was greater in extent than the 
trade in which it was used. The record in the case showed that 
complainant’s trade had been extended to New Orleans, and the 
controversy arose out of sales made there by defendants as licensees 
of Kidd. It was admitted in the answer that they had sold whiskey 
in competition with that of complainants at New Orleans, and 
under the same trade-mark, and the case was by stipulation treated 
as a test case to settle whether Johnson & Co. or Kidd had the 
exclusive right, or whether they had a joint right, to the use of the 
mark. 

We are also referred to Derringer v. Plate (29 Cal. 292, 295), in 
which it was said by the court: “The manufacturer at Philadelphia 
who has adopted and uses a trade-mark, has the same right of prop- 
erty in it at New York or San Francisco that he has at his place of 
manufacture.”’ In that case plaintiff averred that he was a resi- 
dent of Philadelphia, and upwards of thirty years before the action 
invented a pistol and adopted as a trade-mark for it the words 
‘Derringer, Philadel.,”’ which was and ever since had been his 
trade-mark, and which he had caused to be stamped on the breech 
of all pistols manufactured and sold by him; and that the defendant 
since 1858 had been engaged in the manufacture of pistols at San 
Francisco similar to plaintiff’s, on the breech of which he had 
stamped plaintiff’s trade-mark, etc. The report of the case shows 
(p. 294) that the only question presented was whether the Cali- 
fornia statute of 1863 concerning trade-marks had repealed or 
abrogated the remedies afforded by the common law in trade- 
mark cases. This was answered in the negative, and in the course 
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of the reasoning the court said (p. 295): “‘The right is not limited 
in its enjoyment by territorial bounds, but, subject only to such 
statutory regulations as may be properly made concerning the 
use and enjoyment of other property, or the evidences of title to 
the same, the proprietor may assert and maintain his property 
right wherever the common law affords remedies for wrongs;” 
continuing with what we have first quoted. Although not ex- 
pressly stated, it is implicit in the report that plaintiff’s pistols were 
on the market in San Francisco, and his trade-mark known there 
and imitated by defendant for that very reason. 
mark as could not be accidentally hit upon. 

It results from the general principles thus far discussed that 
trade-mark rights, like others that rest in user, may be lost by 
abandonment, non-user, laches, or acquiescence. Abandonment, 
in the strict sense, rests upon an intent to abandon; and we have 
no purpose to qualify the authority of Saxlehner v. Eisner & Men- 
delson Co. (179 U. S. 19, 31), to that effect. As to laches and 
acquiescence, it has been repeatedly held, in cases where defendants 
acted fraudulently or with knowledge of plaintiffs’ rights, that 
relief by injunction would be accorded although an accounting 
of profits should be denied. (McLean v. Fleming, 96 U. S. 245, 
257; Menendez v. Holt, 128 U. S. 514, 523; Saxlehner v. Eisner & 
Mendelson Co., 179 U.S. 19, 39.) So much must be regarded as 
settled. But cases differ according to their circumstances, and 
neither of those cited is in point with the present. Allowing to the 
Allen & Wheeler firm and corporation the utmost that the proofs 
disclose in their favor, they have confined their use of the “Tea 
Rose”’ trade-mark to a limited territory, leaving the southeastern 
states untouched. Even if they did not know—and it does not 
appear that they did know—that the Hanover Company was doing 
so, they must be held to have taken the risk that some innocent 
party might, during their forty years of inactivity, hit upon the 
same mark and expend money and effort in building up a trade in 
flour under it. If, during the long period that has elapsed since 
the last specified sale of Allen & Wheeler “Tea Rose’—this was 
“in the later 70’s’”—that flour has been sold in other parts of the 
United States, excluding the southeastern states, no clearer evi- 
dence of abandonment by non-user of trade-mark rights in the 
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latter field could reasonably be asked for. And when it appears, as 
it does, that the Hanover Company in good faith and without 
notice of the Allen & Wheeler mark has expended much money and 
effort in building up its trade in the southeastern market, so that 
“Tea Rose” there means Hanover Company’s flour and nothing 
else, the Allen & Wheeler Company is estopped to assert trade- 
mark infringement as to that territory. 

The extent and character of that territory, and its remoteness 
from that in which the Allen & Wheeler mark is known, are cir- 
cumstances to be considered. Alabama alone—to say nothing of 
the other states in question—has an area of over fifty thousand 
square miles, and by the census of 1910 contained a population of 
more than two millions. Its most northerly point is more than two 
hundred and fifty miles south of Cincinnati, which is the nearest 
point at which sales of Allen & Wheeler “Tea Rose” are shown to 
have been made, and these at a time antedating by approximately 
forty years the commencement of the present controversy. We 
are not dealing with a case where the junior appropriator of a 
trade-mark is occupying territory that would probably be reached 
by the prior user in the natural expansion of his trade, and need 
pass no judgment upon such a case. Under the circumstances 
that are here presented, to permit the Allen & Wheeler Company 
to use the mark in Alabama, to the exclusion of the Hanover Com- 
pany, would take the trade and good-will of the latter company— 
built up at much expense and without notice of the former’s 
rights—and confer it upon the former, to the complete perversion 
of the proper theory of trade-mark rights. 

The case is peculiar in its facts; and we have found none 
precisely like it. The recent case of Rectanus Co. v. United Drug 
Co. ({C. C. A. 6th], 6 T. M. Rep., 28; 227 Fed. Rep., 545, 549, 553), 
is closely analogous. 

We come now to No. 23. The court of appeals (3 T. M. Rep., 
269; 204 Fed. Rep., 211) denied relief to the Hanover Company 
against Metcalf under the head of trade-mark infringement partly 
upon the ground that Allen & Wheeler were the first appropriators 
of the mark, and that it had been continuously used by that firm 
and its successor down to the time of the suit, but principally upon 
the ground that, irrespective of whether this use was so general or 
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continuous as to exclude other appropriation, the evidence showed 
a use of the same brand by the Steeleville Company commencing 
in the year 1895 and carried on in the States of Illinois, Tennessee, 
Indiana, Arkansas and Mississippi, with occasional shipments into 
Alabama; a use so extensive and continuous as to exclude the claim 
of the Hanover Company to either first appropriation or exclusive 
use in any of the territory from which it sought to expel Metcalf; 
and that “‘the Steeleville Milling Company’s first use and its ex- 
tensive and continuous use established by the evidence in the 
territory of its selection gave it the unqualified right to extend un- 
hampered its trade in flour under the Tea Rose brand into any 
part of the United States, and that too without incurring the legal 
odium of unfair competition.” Relief under the head of unfair 
competition was denied upon the ground that the Hanover 
Company had not clearly shown that it had established by prior 
adoption the exclusive right to dress its goods in the manner 
claimed. 

Upon the question of trade-mark rights as between the Hano- 
ver and the Steeleville companies (leaving Allen & Wheeler out of 
the question), the proofs are somewhat conflicting. There is 
evidence that Hanover’s use of the Tea Rose brand antedated the 
year 1893, and probably began as early as 1886. The extent and 
particulars of such use, prior to the year 1903, are not made to 
appear. On the other hand, Steeleville appears to have adopted 
the brand in the year 1895, and used it in trade in Illinois, Tenn- 
essee, Mississippi, Louisiana, and Arkansas; the extent and partic- 
ulars of the use not being shown. Sharp competition appears to 
have been carried on between the two companies in selling flour 
under the Tea Rose brand at Meridian, Mississippi, in the years 
1903 to 1905, with the result that the Hanover Company, claiming 
that its use of the mark for flour had antedated that of the Steele- 
ville Company, succeeded in obtaining a favorable decision in an 
informal arbitration by officials of the Millers National Federa- 
tion; and for this or some other reason Steeleville appears to have 
retired and left the Hanover Company in complete control of the 
Meridian market. Aside from the business done by the Steele- 
ville Company at Meridian, there is no proof of business done by 
it in the southeastern states, except that it made an isolated sale 
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of Tea Rose flour to a merchant at Whistler, Alabama, in the 
year 1899, the quantity not stated, and two isolated sales, in- 
volving a small quantity in each case, one to a retailer in Tupelo, 
Mississippi, in the year 1910, the other to a retailer in West Point, 
Mississippi, in January, 1912. 

As we regard the proofs, they do not sustain the view of the 
circuit court of appeals for the fifth circuit either as to first use or 
as to extensive, continuous, or exclusive use of the Tea Rose 
brand by the Steeleville Company, and there is nothing in the 
history of the use of the brand in the disputed territory to deprive 
the Hanover Company of its right to be protected at least against 
unfair competition at the hands of the Steeleville Company or 
of Metcalf as its representative. 

That there was such unfair competition, commenced by Met- 
calf shortly before the bringing of the suit, the proofs clearly show. 
Repeating that since the year 1904 the Hanover Company had 
extensively advertised its Tea Rose flour throughout the State of 
Alabama and parts of Mississippi, Georgia, and Florida, with the 
result that its sales of that flour in those markets amounted to 
more than one hundred and fifty thousand dollars a year, while the 
Hanover Star Milling Company had come to be known as the Tea 
Rose mill, and the words “Tea Rose” in the flour trade in that 
territory meant flour of the Hanover Company’s manufacture 
and nothing else, and that, except for isolated sales in Mississippi 
in 1910 and 1912, already mentioned, no Tea Rose flour other than 
that of the Hanover Company had been sold in that territory for 
a number of years, it further should be stated that Hanover Tea 
Rose was distributed in Butler County and adjoining counties in 
Alabama by the McMullan Grocery Company, whose place of busi- 
ness was at Greenville. They had built up a large trade for this 
flour in Butler County and the neighboring counties of Conecuh, 
Covington, Lowndes, and Crenshaw. The McMullan Company 
had the exclusive sale of the Hanover Company’s Tea Rose flour, so 
that Metcalf, who likewise did business at Greenville, was unable 
to procure it for distribution to his customers. A short time before 
the suit was commenced, however, he announced to the public and 
the trade in Butler County that he had secured Tea Rose flour, and 
on receiving a consignment from the Steeleville Company, which 
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was labeled “Tea Rose’”’ and put up in packages closely resembling 
those used by the Hanover Company—so closely that, according 
to the undisputed evidence, they are “calculated to and do in fact 
deceive the ordinary and casual purchaser of flour into the belief that 
he is purchasing the article of that name manufactured by the said 
Hanover Star Milling Company’’—Metcalf put large banners on 
his mules and dray advertising to the public that he had received 
a shipment of Tea Rose flour, and that it was “‘Steeleville Milling 
Company’s Tea Rose flour, best quality.”” Metcalf, and his travel- 
ing salesman who marketed the greater part of this consignment, 
and several parties who purchased it in lots of from one to ten bar- 
rels, deposed that it was not sold under a representation that it was 
manufactured by the Hanover Company, but, on the contrary, that 
it was Tea Rose flour manufactured by the Steeleville Milling Com- 
pany. But Metcalf’s purpose to take advantage of the reputa- 
tion of the Hanover Company’s Tea Rose flour is so manifest, and 
the tendency of the similarity of the brand and accompanying 
design, and of the make-up of the packages, to mislead ultimate 
consumers is so evident, that it seems to us a case of unfair com- 
petition is made out. The circumstances strongly indicate a 
fraudulent intent to palm off the Steeleville Tea Rose flour upon 
customers as being the same as the Tea Rose flour made by com- 
plainant, the reputation of which is shown to be so well estab- 
lished. The mere substitution of “‘Steeleville’’ in the place of 
“Hanover” on the labels is not convincing either that the intent 
is innocent or that the result will be innocuous, since it is accom- 
panied with the words “Tea Rose”’ (shown to have acquired a 
secondary meaning), and with the distinctive wrapping, both in- 
dicative in that market of complainant’s flour. Complainant is 
thus shown to be entitled to an injunction against Metcalf, irre- 
spective of its claim to affirmative trade-mark rights in that terri- 
tory. (Coats v. Merrick Thread Co., 149 U. S. 562, 566; Elgin 
Nat'l Watch Co. v. Illinois Watch Co., 179 U.S. 665, 674.) Adjudi- 
cation of the latter claim may be made, if necessary, upon final 
hearing, when the proofs will presumably be more complete than 
they now are. 

It results that the decree under review in No. 23 should be 
reversed, and the cause remanded for further proceedings in ac- 
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cordance with this opinion, and that the decree in No. 30 should 
be affirmed. 
Decree in No. 23 reversed. 
Appeal in No. 30 dismissed. 
Decree in No. 30 affirmed. 


Mr. Justice HoLMEs concurring. 


I am disposed to agree that the decree dismissing the bill of the 
Hanover Star Milling Company should be reversed and that the 
decree denying a preliminary injunction to the Allen & Wheeler 
Company should be affirmed, and I agree in the main with the 
reasoning of the court, so far as it goes. But I think it necessary 
to go farther even on the assumption that we are dealing with the 
question of trade-marks in the several states only so far as com- 
merce among the states is not concerned. The question before us, 
on that assumption, is a question of state law, since the rights that 
we are considering are conferred by the sovereignty of the state in 
which they are acquired. This seems to be too obvious to need the 
citation of authority, but it is a necessary corollary of the Trade- 
Mark Cases (100 U.S. 82). Those cases decided that Congress can- 
not deal with trade-marks as used in commerce wholly between 
citizens of the same state. It follows that the states can deal with 
them, as in fact they sometimes do by statute (Mass. Rev. Laws, 
c. 72, §§ 2, 3), and when not by statute by their common law. 

As the common law of the several states has the same origin for 
the most part and as their law concerning trade-marks and unfair 
competition is the same in its general features, it is natural and 
very generally correct to say that trade-marks acknowledge no ter- 
ritorial limits. But it never should be forgotten, and in this case it 
is important to remember, that when a trade-mark started in one 
state is recognized in another it is by the authority of a new sover- 
eignty that gives its sanction to the right. The new sovereignty 
is not a passive figurehead. It creates the right within its juris- 
diction, and what it creates it may condition, as by requiring the 
mark to be recorded, or it may deny. The question then is what is 
the common law of Alabama in cases like these. It appears to me 
that if a mark previously unknown in that state has been used 
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and given a reputation there, the state well may say that those 
who have spent their money innocently in giving it its local value 
are not to be defeated by proof that others have used the mark 
earlier in another jurisdiction more or less remote. Until I am 
compelled to adopt a different view I shall assume that that is the 
common law of the state. It appears to me that the foundation of 
the right as stated by the court requires that conclusion. (See 
further Chadwick v. Covell, 151 Mass. 190, 193, 194.) Those who 
have used the mark within the state are those who will be de- 
frauded if another can come in and reap the reward of their efforts 
on the strength of a use elsewhere over which Alabama has no 
control. 

I think state lines, speaking always of matters outside the 
authority of Congress, are important in another way. I do not 
believe that a trade-mark established in Chicago could be used by a 
competitor in some other part of Illinois on the ground that it was 
not known there. I think that if it is good in one part of the state 
it is good in all. But when it seeks to pass state lines it may find 
itself limited by what has been done under the sanction of a power 
coordinate with that of Illinois and paramount over the territory 
concerned. If this view be adopted we get rid of all questions of 
penumbra, of shadowy marches where it is difficult to decide whether 
the business extends to them. We have sharp lines drawn upon 
the fundamental consideration of the jurisdiction originating the 
right. In most cases the change of jurisdiction will not be im- 
portant because the new law will take up and apply the same prin- 
ciples as the old, but when, as here, justice to its own people 
requires a state to set a limit, it may do so, and this court cannot 
pronounce its action wrong. 


[Note: This is probably the most important decision of the court on the sub- 
ject of trade-marks since that holding the statute of 1876 for the registration of 
trade-marks to be unconstitutional. (Trade-Mark Cases, 100 U.S. 82.) 

In a measure this decision sets at rest a question that has been the subject of 
somewhat conflicting decisions in the courts of the United States for upwards of 
ten years. 

The supreme judicial court of Massachusetts in a case involving alleged in- 
fringement of the trade-mark “‘ Keystone”’ for cigars granted an injunction restrain- 
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ing the use of a mark by defendant in the New England states, in which territory 
it appeared in the evidence the name “‘ Keystone”’ had become an identifying trade- 
mark for the goods of the plaintiff. (Cohen v. Nagle, 76 N. E. Rep., 276.) 

The United States circuit court of appeals for the second circuit reached a 
similar conclusion when it refused to enjoin the use in the state of New York of the 
trade-mark “ Baltimore Club” for whiskey, upon the suit of a competitor located 
in Baltimore, who showed use of the mark in that state and adjacent territory for 
more than twelve years prior to the use thereof by the defendant in New York. 
The court in this case was careful to point out that they were not to be understood 
as expressing an opinion that the defendants were entitled to sell their whiskey 
within the city of Baltimore, or elsewhere than in the locality where they had 
hitherto carried on business. (Carroll & Son Co. v. McIlvaine & Baldwin, 183 
Fed. Rep., 22.) 

In a discussion of this and other cases in previous issues of the Bulletin of 
this Association, the matter of territorial rights in trade-marks has been gone into 
at great length (Bulletin, Vol. 2, pp. 86, 170; 3, p. 51; 5, p. 236; 7, p. 57; 9, 
p. 328). 

The supreme court, in the Hanover Star Milling cases, calls attention to the 
need, in a territory as large as the United States, of a rule different from that which 
obtains in Great Britain, a country much more limited in extent. Nevertheless, 
it is of interest to know that even in Great Britain the rights of different 
parties to the use of the same trade-mark, where the right thereto has been estab- 
lished by use in different regions has long been recognized. When the first trade- 
mark registration act of 1875 came into effect in Great Britain, it was discovered 
that marks had been used contemporaneously by different parties, in ignorance 
of each other’s rights and without actual conflict. To meet this condition, the 
rule was made that marks used before the law went into effect might be registered 
by different parties up to three in number, and this rule was recognized in the later 
trade-mark law of 1883 providing for the registration of identical trade-marks to 
different parties, in accordance with the order of the court. This rule is still 
recognized in the act of 1905. 

The Australian commonwealth trade-mark act encountered a similar situation. 
The states of the commonwealth had each had its own registration act for several 
years and, in many instances, it happened that a trade-mark was registered in one 
state to one party and in another state or in other states to a different party. In 
the registration of such marks under the commonwealth act, it is provided that 
registrations may be limited to certain states and registrations are made under the 
act in favor of different parties, extending only to a portion of the territory of the 
commonwealth. 

There is nothing therefore in the decision of the United States supreme court 
in this case which is revolutionary in its character or that has not been foreshadowed 
by the trend of judicial opinion in this country for several years. Nevertheless 
the decision involves consequences of great importance to the owners of trade- 
mark property. The opinion of Justice Holmes, concurring with the majority of 
the court recognizes state lines as the proper boundaries by which to define the 
extent of the title acquired to a trade-mark by use. The opinion of the majority 
of the court, while not so specific in this respect, nevertheless is based upon the 
recognition of the several states as independent sovereignties in so far as the rights 
of property in trade-marks are concerned and acknowledges their right to fix the 
status of trade-marks used within their borders. When in the year 1909 the legis- 
lature of the state of California passed an act which abrogated the common-law 
doctrine of property in a trade-mark acquired by priority of use and substituted 
instead a title acquired by registration within the state of California, some doubt 
was expressed as to the constitutionality of such legislation. We held then to the 
opinion that the power of Congress in the regulation of trade-marks was confined 
to trade-marks used in interstate and foreign commerce; that so far as concerned 
the title to a mark within the confines of a single state, Congress had no jurisdic- 
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tion, either to protect the mark or on the other hand to suppress its use as an in- 
fringement upon any other mark, used in interstate commerce. 

The opinion of the supreme court in the case under discussion appears to involve 
this proposition as a necessary corollary. This decision therefore leaves the rights 
of property in trade-marks, within the several states, entirely in the hands of the 
state legislature, which may at any time abrogate the common law in force in the 
state and substitute a title predicated upon conditions of its own creation. One of 
the evident consequences of this is that any state which chooses to enact a positive 
requirement for the registration of trade-marks within the state as a condition of 
title thereto, as the state of California did in 1910, may thus fix the terms upon 
which the title to a trade-mark may be held within its borders and may impose 
thereon such conditions with respect to payment of fees or otherwise as it may 
deem desirable. 

A further consequence of this decision appears to be that whatever may be the 
right of Congress to legislate for the protection of trade-marks used in interstate 
commerce, and whatever may be the effect of registration of a trade-mark under 
the act of Congress which purports to secure to a registrant the right to a trade- 
mark thus used, the power of Congress to protect a trade-mark so used against 
infringement cannot extend to the suppression of an infringement, where the infring- 
ing mark is used wholly within the boundaries of a single state. Thus again the 
decision sustains the attitude taken by this Association, when its proposition to 
incorporate in the trade-mark law a penal amendment was receiving the considera- 
tion of Congress (Bulletin, Vol. 2, pp. 94, 125, 157; 3, pp. 5, 39); and emphasizes 
the need of the constitutional amendment for which this Association has long stood, 


to give to Congress exclusive power to legislate in matters of trade-marks (Bulletin, 
Vol. 8, p. 119.)] 


HAMILTON-BROWN SHOE Co. v. Wo.tF Bros. & Co. 
(36 Sup. Ct. Rep. 269) 


United States Supreme Court 
February 21, 1916 





1. TrapE-MAarKS—GEOGRAPHICAL AND DESCRIPTIVE TERMS. 

The words “The American Girl” as applied to shoes are neither geograph- 
ical nor descriptive and are properly the subject of exclusive appropriation 
as a trade-mark. 

2. Practice—Tue Errect or Rerusau To Review. 

Where in a trade-mark case, the United States supreme court refused to 
review, on petition for a writ of certiorari, an interlocutory decree of the United 
States circuit court of appeals, such refusal is not equivalent to an affirmance 
of the interlocutory decree and the supreme court in reviewing the final decree 


of the circuit court of appeals is called upon to notice and rectify any error in 
the interlocutory proceedings. 


8. Trape-Marks—INFRINGEMENT— PROFITS. 

The right to use a trade-mark is recognized as a kind of property of which 
the owner is entitled to the exclusive enjoyment to the extent that it has been 
actually used, and an infringer is required in equity to account for and yield 
up his gains from the infringement to the true owner of the mark, without 
reference to any apportionment by the owner of the mark between the infring- 


er’s profits attributable to use of the mark and those attributable to the in- 
trinsic merit of the article itself. 
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4. TraDE-MArKS—INFRINGEMENT—ACCOUNT OF MASTER. 

_ Ina suit for infringement of a trade-mark the account determines ques- 
tions of fact, and in the absence of manifest error, there is no sufficient reason 
to disturb the decree. 

On writ of certiorari to the United States circuit court of 
appeals, for the eighth circuit, to review a decree which on a 
second appeal, reversed a decree of the district court. On appeal 
from a decree for plaintiff. Affirmed. 


For decisions of the lower court, see 2 T. M. Rep., 62 and 
3 'T. M. Rep., 415. 


Luke E. Hart, Joseph W. Bailey, H. S. Priest, Morton Jourdan 
and Charles B. Howry, for petitioner. 

Lawrence Maxwell, Simeon M. Johnson, and Percy Werner, 
for respondent. 


Mr. Justice Pitney delivered the opinion of the court: 

Respondent, an Ohio corporation engaged in the manufac- 
ture of shoes, filed its bill of complaint on January 29, 1906, in 
the circuit court of the United States for the eastern district of 
Missouri, eastern division, against petitioner, a Missouri corpora- 
tion engaged in the same business, seeking an injunction to restrain 
infringement of an alleged trade-mark for shoes consisting of the 
words “The American Girl,” by the use of the words *‘ American 
Lady”’ as a colorable imitation, and also unfair competition in 
trade, carried on by means that included the use of the latter 
words; and praying an accounting of damages and profits. On 
final hearing the circuit court dismissed the bill. Upon appeal, 
the circuit court of appeals (91 C.C. A. 363, 165 Fed. Rep., 413) held 
that “The American Girl’ was a geographical name, and, as 
‘applied to women’s shoes, was descriptive merely of shoes manu- 
factured in America and to be worn by women, and not an arbi- 
trary or fanciful name to indicate the maker, and hence that the 
term as applied to shoes was not the subject of a valid trade-mark. 
But the court held that complainant was entitled to be protected 
against unfair trade; that the record disclosed that it and its 
predecessors in business had employed the words “The American 
Girl”? as a trade-mark continuously since the year 1896, had 
extensively advertised their shoes under that name, with the catch 
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phrase “‘A shoe as good as its name,” in trade journals and news- 
papers throughout the United States, and largely throughout the 
southern states, and thus established an extensive trade therefor; 
and that defendant, by adopting in the year 1900 and thereafter 
using the name “‘The American Lady,” with certain catch phrases, 
in connection with shoes made by it, and this with full knowledge 
of complainant’s rights, was guilty of unfair competition, tending 
to and resulting in confusion in the trade, and that complainant 
was entitled to relief. The decree of the circuit court was there- 
fore reversed, with directions to decree an injunction and an ac- 
counting limited to the time since the commencement of the suit. 

Complainant petitioned this court for a writ of certiorari to 
review that decision, but this was denied. (214 U. S. 514, 53 L. 
ed. 1063, 29 Sup. Ct. Rep. 696.) 

Thereafter the circuit court, pursuant to the mandate of the 
court of appeals, made a decree granting an injunction in accord- 
ance with the opinion of that court, and referring to a master an 
accounting of the damages and profits for which defendant might 
be liable, “limited to shoes sold by the defendant since the filing 
of the bill in this case, and which were marked with the name 
‘American Lady,’ and not accompanied with any other matter 
clearly indicating that such shoes were of the manufacture of the 
Hamilton-Brown Shoe Company.” An accounting was had, 
extending from the date of the commencement of the suit to 
March 10, 1910. Complainant made no attempt to introduce 
substantial proof as to the amount of its damages, declaring that 
they were practically incapable of exact computation. All the 
testimony was directed to the question of defendant’s profits. 

The master reported that during the period covered by the 
accounting defendant sold “American Lady”’ shoes, which, because 
of differences in marking, he divided into three classes: 

Class 1. Nine hundred seventy-four thousand and sixteen 
pairs of shoes bearing the words “American Lady” stamped upon 
the sole, and bearing no other impression or distinguishing mark. 
The profits upon these were found to be two hundred fifty-four 
thousand, four hundred one dollars and seventy-two cents. 

Class 2. Nine hundred sixty-one thousand, six hundred and 
seven pairs of shoes marked “American Lady,” with the words 
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*‘Hamilton-Brown Shoe Co.,”’ but without the word “‘ Makers,” 
or other matter indicating that the shoes were of defendant’s 
manufacture. The profits upon these were found to be one hun- 
dred ninety thousand, nine hundred nine dollars and eighty-three 
cents. 

Class 3. Five hundred ninety-three thousand, eight hundred 
and seventy-two pairs of shoes marked “‘ American Lady,” but bear- 
ing also the marks “Hamilton-Brown Shoe Co., Makers.” The 
profits upon these were found to be one hundred thirty-two thou- 
sand, seven hundred forty dollars and seventy-seven cents. 

The master recommended that a judgment be entered for 
the profits accruing from the first two classes, aggregating four 
hundred forty-five thousand, three hundred eleven dollars and 
fifty-five cents. The profits accruing from the third class he 
held complainant was not entitled to recover under the opinion 
of the court of appeals and the decree of the circuit court, entered 
in accordance with it. Both parties having filed exceptions, the 
district court (successor of the circuit court), overruled those of 
complainant, sustained those of defendant, and adjudged a recov- 
ery of one dollar nominal damages. (2 T. M. Rep., 62; 192 Fed. 
Rep., 930.) 

Complainant appealed to the circuit court of appeals, con- 
tending that a decree should have been rendered in its favor for 
the profits upon the first two classes of shoes, in accordance with 
the master’s recommendation, and that it should have included 
the profits upon the third class, which were denied by the master. 
The court of appeals reversed the decree, with directions that 
defendant’s exceptions to the master’s report be overruled, that 
the report be confirmed, and that a decree be entered against 
defendant for the amount recommended by him, with costs. 
(3 T. M. Rep. 415; 124 C. C. A., 409; 206 Fed. Rep., 611.) 

This writ of certiorari having been allowed, we proceed to 
deal with the questions presented by the record. 

Regarding the case as one of unfair competition without 
trade-mark infringement, it is insisted by petitioner that the 
normal recovery does not include the gains and profits of defend- 
ant, according to the rule admittedly applicable in equity to trade- 
mark cases, but that the injured party is limited to such damages 
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as it shows it has sustained; and that the present case is devoid 
of circumstances to take it out of the ordinary rule. 

If, however, complainant was and is entitled to the use of the 
words “‘The American Girl’’ as a trade-mark, in the strict sense 
of the term, and if the proofs adduced before the master, and his 
findings thereon, are as applicable to a claim of compensation for 
infringement of the trade-mark as to a claim of compensation for 
unfair competition in the absence of trade-mark, it will not be nec- 
essary to pass upon the question of the proper measure of recovery 
in a non-trade-mark case. As above pointed out, a claim of trade- 
mark right was asserted in the bill, and it has not been abandoned. 
It was overruled by the circuit court of appeals on the first appeal, 
upon reasoning with which we are unable to concur. We do not 
regard the words “The American Girl,” adopted and employed 
by complainant in connection with shoes of its manufacture, as 
being a geographical or descriptive term. It does not signify that 
the shoes are manufactured in America, or intended to be sold or 
used in America, nor does it indicate the quality or characteristics 
of the shoes. Indeed, it does not, in its primary signification, 
indicate shoes at all. It is a fanciful designation, arbitrarily 
selected by complainant’s predecessors to designate shoes of their 
manufacture. We are convinced that it was subject to appro- 
priation for that purpose, and it abundantly appears to have been 
appropriated and used by complainant and those under whom it 
claims. 

The cases cited to the contrary are distinguishable. In 
Delaware & H. Canal Co. v. Clark (13 Wall. 311, 324, 20 L. ed. 
581, 583), the word “Lackawanna”’ was rejected as a trade-mark 
for coal because it designated the district in which the coal was 
produced. In Columbia Mill Co. v. Alcorn (150 U. S. 460, 466, 
37 L. ed. 1144, 1147, 14 Sup. Ct. Rep. 151), it was held that 
“Columbia”’ could not be appropriated for exclusive use as a 
trade-mark because it was a geographical name. So, with respect 
to “Elgin,” as designating watches (Elgin Nat. Watch Co. v. 
Illinois Watch Case Co., 179 U. S. 665, 673, 45 L. ed. 365, 378, 21 
Sup. Ct. Rep. 270); “‘Genessee,”’ claimed as a trade-mark for salt 
(Genessee Salt Co. v. Burnap, 20 C. C. A. 27, 43 U. S. App. 243, 73 
Fed. Rep., 818) ; “Old Country,” as a mark for soap (Allen B. Wris- 
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ley Co. v. Iowa Soap Co., 59 C. C. A. 54, 122 Fed. Rep., 796). If the 
mark here in controversy were “American Shoes,” these cases 
would be quite in point. (And see Shaver v. Heller & M. Co., 65 
L. R. A. 878, 48 C. C. A. 48, 108 Fed. Rep., 821, 826.) But “The 
American Girl’? would be as descriptive of almost any article of 
manufacture as of shoes; that is to say, not descriptive at all. 
The phrase is quite analogous to ‘American Express,”’ held to be 
properly the subject of exclusive appropriation as a trade-mark for 
sealing wax in Dennison Mfg. Co. v. Thomas Mfg. Co. (94 Fed. 
651, 653). 

It is contended that this question is settled otherwise, at 
least as between these parties, by the decision of the circuit court 
of appeals on the first appeal, and our refusal to review that 
decision upon complainant’s petition for a writ of certiorari, and 
that the only questions open for review at this time are those 
that were before the court of appeals upon the second appeal. 
This, however, is based upon an erroneous view of the nature of 
our jurisdiction to review the judgments and decrees of the cir- 
cuit court of appeals by certiorari under § 240, Judicial Code [36 
Stat. at L. 1157, chap. 231], derived from § 6 of the Evarts act 
of March 3, 1891 [26 Stat. at L. 828, chap. 517, Comp. Stat. 1913, 
§ 1217]. As has been many times declared, this is a jurisdiction 
to be exercised sparingly, and only in cases of peculiar gravity and 
general importance, or in order to secure uniformity of decision. 
(Lau Ow Bew, Petitioner, 141 U.S. 583, 587, 35 L. ed. 868, 869, 
12 Sup. Ct. Rep. 43; In Re Woods, 143 U.S. 202, 36 L. ed. 125, 
12 Sup. Ct. Rep. 417; Lau Ow Bew v. United States, 144 U.S. 47, 
58, 36 L. ed. 340, 344, 12 Sup. Ct. Rep. 517; American Constr. Co. 
v. Jacksonville, T. & K. W. R. Co., 148 U. S. 372, 383, 37 L. ed. 
486, 491, 13 Sup. Ct. Rep. 758; Forsyth v. Hammond, 166 U. S. 
506, 514, 41 L. ed. 1095, 1098, 17 Sup. Ct. Rep. 665; Fields v. 
United States, 205 U. S. 292, 296, 51 L. ed. 807, 810, 27 Sup. Ct. 
Rep. 543.) And, except in extraordinary cases, the writ is not 
issued until final decree. (American Constr. Co. v. Jacksonville, 
T. & K. W. R. Co., 148 U.S. 372, 378, 384, 37 L. ed. 486, 489, 
491, 13 Sup. Ct. Rep. 758; The Three Friends, 166 U.S. 1, 49, 41 
L. ed. 897, 913, 17 Sup. Ct. Rep. 495; The Conqueror, 166 U. S. 
110, 113, 41 L. ed. 937, 939, 17 Sup. Ct. Rep. 510; Denver v. New 
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York Trust Co., 229 U.S. 123, 133, 57 L. ed. 1101, 1120, 33 Sup. Ct. 
Rep. 657.) The decree that was sought to be reviewed by cer- 
tiorari at complainant’s instance was not a final one, a fact that 
of itself alone furnished sufficient ground for the denial of the appli- 
cation; besides which it appears, by reference to our files, that the 
application was opposed by the present petitioner upon the ground 
that the case, however important to the parties, involved no ques- 
tion of public interest and general importance, nor any conflict 
between the decisions of state and federal courts, or between 
those of federal courts of different circuits. 

It is, of course, sufficiently evident that the refusal of an appli- 
cation for this extraordinary writ is in no case equivalent to an 
affirmance of the decree that is sought to be reviewed. And, 
although in this instance the interlocutory decision may have 
been treated as settling “‘the law of the case”’ so as to furnish the 
rule for the guidance of the referee, the district court, and the 
court of appeals itself upon the second appeal, this court, in now 
reviewing the final decree by virtue of the writ of certiorari, is 





called upon to notice and rectify any error that may have occurred 
} in the interlocutory proceedings. (Panama R. Co. v. Napier 
al Shipping Co., 166 U. S. 280, 284, 41 L. ed. 1004, 1005, 17 Sup. Ct. 


Rep. 572; United States v. Denver & R. G. R. Co., 191 U.S. 84, 93, 
48 L. ed. 106, 109, 24 Sup. Ct. Rep. 33; Lutcher & M. Lumber Co. 
v. Knight, 217 U.S. 257, 267, 54 L. ed. 757, 761, 30 Sup. Ct. Rep. 
505; Messenger v. Anderson, 225 U. S. 436, 444, 56 L. ed. 1152, 
1156, 32 Sup. Ct. Rep. 739.) 

Having reached the conclusion that complainant is entitled 
to the use of the words “‘The American Girl”’ as a trade-mark, it 
results that it is entitled to the profits acquired by defendant 


from the manifestly infringing sales under the label “‘ American 
p | Lady,’’—at least to the extent that such profits are awarded in 

the decree under review. The right to use a trade-mark is rec- 
ognized as a kind of property, of which the owner is entitled to 


the exclusive enjoyment to the extent that it has been actually 
used. (McLean v. Fleming, 96 U.S. 245, 252, 24 L. ed. 828, 831; 
Manhattan Medicine Co. v. Wood, 108 U. S. 218, 224, 27 L. ed. 
706, 708, 2 Sup. Ct. Rep. 436.) The infringer is required in equity 
to account for and yield up his gains to the true owner, upon a 
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principle analogous to that which charges a trustee with the prof- 
its acquired by wrongful use of the property of the cestui que trust. 
Not that equity assumes jurisdiction upon the ground that a 
trust exists. As pointed out in Root v. Lake Shore & M.S. R. 
Co.(105 U.S. 189, 214, 26 L. ed. 975, 984); and Tilghman v. Proctor 
(125 U.S. 136, 148, 31 L. ed. 664, 668, 8 Sup. Ct. Rep. 894 [patent 
cases]), the jurisdiction must be rested upon some other equitable 
ground,—in ordinary cases, as in the present, the right to an in- 
junction—but the court of equity, having acquired jurisdiction 
upon such a ground, retains it for the purpose of administering 
complete relief, rather than send the injured party to a court of 
law for his damages. And profits are then allowed as an equitable 
measure of compensation, and the theory of a trust ex maleficio. 
In the courts of England, the rule seems to be that a party aggrieved 
must elect between damages and profits, and cannot have both. 
In this country, it is generally held that in a proper case both 
damages and profits may be awarded. As already observed, the 
decree under review allows profits only, confines the allowance to 
such as accrued after the commencement of the suit, and excludes 
all sales where the term “‘American Lady” was accompanied with 
any other matter clearly indicating that such shoes were of the 
manufacture of the Hamilton-Brown Shoe Company. It was 
construed to exclude all shoes bearing in addition to “American 
Lady” the marks “‘Hamilton-Brown Shoe Co., Makers.” The 
account was based upon undisputed data, and no reason is sug- 
gested why, if otherwise accurate, it is not as properly applicable 
upon the theory of trade-mark as upon that of unfair competition 
aside from trade-mark infringement,—at least, so far as defendant 
is entitled to criticize it; complainant is not attacking the decree. 

It is, however, insisted by defendant (petitioner) that whether 
the recovery be based upon the theory of trade-mark, or upon that 
of unfair competition, the profits recoverable should be limited to 
such amount as may be shown by direct and positive evidence to 
be the increment to defendant’s income by reason of the infringe- 
ment, and that the burden of proof is upon complainant to show 
what part of defendant’s profits were attributable to the use of 
the infringing mark. It is said the true rule is strictly analogous 
to that applied in patent cases, and Mowry v. Whitney (14 Wall. 
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620, 650, 20 L. ed. 860, 865); Elizabeth v. American Nicholson Pav. 
Co. (97 U. S. 126, 139, 24 L. ed. 1000, 1006); Garretson v. Clark 
(111 U. S. 120, 121, 28 L. ed. 371, 372, 4 Sup. Ct. Rep. 291); Dob- 
son v. Hartford Carpet Co. (114 U.S. 489, 444, 29 L. ed. 177, 178, 
5 Sup. Ct. Rep. 945); Tilghman v. Proctor (125 U.S. 136, 146, 31 L. 
ed. 664, 667, 8 Sup. Ct. Rep. 894); Keystone Mfg. Co. v. Adams 
(151 U.S. 139, 147, 38 L. ed. 103, 105, 14 Sup. Ct. Rep. 295); 
Westinghouse Electric & Mfg. Co. v. Wagner Electric & Mfg. Co. 
(225 U.S. 604, 615, 56 L. ed. 1222, 1226, 32 Sup. Ct. Rep. 691); 
and Dowagiac Mfg. Co. v. Minnesota Moline Plow Co. (235 U.S. 
641, 59 L. ed. 398, 35 Sup. Ct. Rep. 221), are relied upon. The 
rule invoked is that which, as pointed out in the last two of these 
cases, is applicable where plaintiff’s patent relates to a part only 
of a machine or combination or process, or to particular improve- 
ments in a machine or other device. In such case, where the 
invention is used in combination with other elements of value 
not covered by the patent, so that plaintiff’s patent creates only 
a part of the profits, he is entitled to recover only that part, and 
must give evidence tending to apportion the profits between the 
patented and unpatented features. But, as pointed out in the 
Westinghouse Case (p. 618), there is a recognized exception where 
the plaintiff carries the burden of proof to the extent of showing 
the entire profits, but is unable to apportion them, either because 
of the action of the wrongdoer in confusing his own gains with 
those which belong to plaintiff, or because of the inherent impos- 
sibility of making an approximate apportionment. There, “on 
established principles of equity, and on the plainest principles of 
justice, the guilty trustee cannot take advantage of his own 
wrong.” 

Assuming the asserted analogy to patent cases to exist, a 
sufficient reason for not requiring complainant in the present 
case to make an apportionment between the profits attributable 
to defendant’s use of the offending mark and those attributable to 
the intrinsic merit of defendant’s shoes is that such an apportion- 
ment is inherently impossible. Certainly, no formula is suggested 
by which it could be accomplished. The result of acceding to 
defendant’s contention, therefore, would be to deny all compen- 
sation to complainant. And it is to be remembered that defend- 
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ant does not stand as an innocent infringer. Not only do the 
findings of the court of appeals, supported by abundant evidence, 
show that the imitation of complainant’s mark was fraudulent, 
but the profits included in the decree are confined to such as 
accrued to defendant through its persistence in the unlawful 
simulation in the face of the very plain notice of complainant’s 
rights that is contained in its bill. As was said by the supreme 
court of California in a similar case, Graham v. Plate (40 Cal. 593, 
598, 6 Am. Rep. 639, 640): ‘In sales made under a simulated 
trade-mark it is impossible to decide how much of the profit re- 
sulted from the intrinsic value of the commodity in the market, 
and how much from the credit given to it by the trade-mark. In 
the very nature of the case it would be impossible to ascertain 
to what extent he could have effected sales and at what prices 
except for the use of the trade-mark. No one will deny that on 
every principle of reason and justice the owner of the trade-mark 
is entitled to so much of the profit as resulted from the use of the 
trade-mark. The difficulty lies in ascertaining what proportion 
of the profit is due to the trade-mark, and what to the intrinsic 
value of the commodity; and as this cannot be ascertained with 
any reasonable certainty, it is more consonant with reason and 
justice that the owner of the trade-mark should have the whole 
profit than that he should be deprived of any part of it by the 
fraudulent act of the defendant. It is the same principle which 
is applicable to a confusion of goods. If one wrongfully mixes 
his own goods with those of another, so that they cannot be dis- 
tinguished and separated, he shall lose the whole, for the reason 
that the fault is his; and it is but just that he should suffer the 
loss rather than an innocent party, who in no degree contributed 
to the wrong.” (To the same effect are Avery v. Meikle, 85 Ky. 
435, 448, 7 Am. St. Rep. 604, 610, 3S. W. 609; El Modello Cigar 
Mfg. Co. v. Gato, 25 Fla. 886, 915, 6 L. R. A. 823, 829, 23 Am. St. 
Rep. 537, 544, 7 So. 23; Regis v. Jaynes, 191 Mass. 245, 249, 251, 
77 N. E. 774; W. R. Lynn Shoe Co. v. Auburn-Lynn Shoe Co., 100 
Me. 461, 479, 4 L. R. A. [N. S.] 960, 62 Atl. 499; Sazlehner v. 
Eisner & M. Co., 70 C. C. A. 452, 138 Fed. Rep., 22, 24.) 
Finally, it is contended that the account, as stated by the 
master and confirmed by the circuit court of appeals, failed to 
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make due allowance for certain items entering into the cost of 
manufacturing and selling the shoes in diminution of defendant’s 
profits, including interest on capital, depreciation of real estate, 
taxes, insurance, advertising, and trade discounts. These are 
matters of fact, respecting which we see no sufficient reason for 
disturbing the decree. One of the points most earnestly insisted 
upon is that certain overhead charges, appearing on defendant’s 
books as “‘Advance Boston House, seventy-three thousand, seven 
hundred seventy-two dollars and three cents,” and “Allowance 
to Boston, one hundred three thousand, seventy-five dollars and 
fourteen cents,” of which the amount chargeable pro rata against 
“American Lady” shoes not marked “Makers,” for the period 
covered by the accounting, was ten thousand, two hundred seventy- 
one dollars and sixty-nine cents, ought to have been deducted in 
computing defendant’s profits. The only explanation of these 
charges is in a stipulation of the parties that they “represent 
allowances made by the wholesale house of Hamilton-Brown Shoe 
Company on goods shipped by it to what is known as the ‘ Boston 
House,’ being a separate and distinct corporation from the defend- 
ant company, and the amount received by the Hamilton-Brown 
Shoe Company from the ‘Boston House’ for goods shipped to it 
was seventy-three thousand, seven hundred seventy-two dollars 
and three cents and one hundred three thousand, seventy-five 
dollars and fourteen cents less than the price at which the goods 
were billed to that house, and those items do not represent 
moneys paid by the Hamilton-Brown Shoe Company to the 
“Boston House,’ or advances by the Hamilton-Brown Shoe Com- 
pany to the ‘Boston House.’”’ If, in the master’s calculation of 
the profits, defendant had been charged with sales of the goods 
at the prices at which they were billed to the Boston House, the 
insistence that a deduction of ten thousand, two hundred seventy- 
one dollars and sixty-nine cents ought to be allowed as being in 
the nature of a trade discount would seem correct. But that is 
not made to appear, and we cannot conclude that the master 
erred in overruling this allowance. 
Decree affirmed. 


_ [Nore:—The attorneys for the Hamilton-Brown Shoe Company filed a peti- 
tion on April 10, 1916, for a rehearing of this case.] 
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KnaBeE Bros. Co. v. AMERICAN Prano Co. 


AMERICAN Piano Co. v. KNaBE Bros. Co. 
(229 Fed. Rep., 23) 


Circuit Court of Appeals, Sixth Circuit 
February 11, 1916 


1. TRaDE-MARKS—INFRINGEMENT. 


In a suit alleging infringement of a trade-mark, plaintiff need not wait 
until defendant’s goods are on the market. It is sufficient if defendant is 
arranging to place upon the market goods bearing a mark which infringes upon 
the plaintiff's registered trade-marks, accompanied by a notice of warning to 
purchasers which is insufficient. 


. Trape-Marks—INFRINGEMENT—DEFENSES—MISREPRESENTATION. 


The grandsons of the founder of the firm “Wm. Knabe & Co.,” later 
the “Wm. Knabe & Co. Mfg. Co.,” a Maryland corporation, were instrumental 
in the formation of the “‘ American Piano Co.,” a consolidation of the above men- 
tioned company with two others and the plaintiff here, and owned a controlling 
interest therein. The American Piano Company acquired the trade-marks and 
good-will of the “Wm. Knabe & Co. Mfg. Co.”’ Later as a result of disagree- 
ments, the grandsons, defendants in this suit, severed all connection with the 
American Piano Company and organized an Ohio corporation known as the 
“Knabe Bros. Company.” They obtained control of a piano factory in that 
state, where they commenced to manufacture, among others, pianos bearing 
their corporate name accompanied by a notice to the effect that their pianos 
were not to be confused with the goods of the American Piano Company, and 
that they were the grandsons of the original Wm. Knabe. The fact that the 
plaintiff advertised the connection of the grandsons with the manufacture of 
its pianos is not ground for denying it injunctive relief, since the offending 
publications were promptly discontinued when complaint was made. 


. TrRapE-Marks—INFRINGEMENT—DEFENSES—MISREPRESENTATION. 


The fact that the plaintiff sold pianos not in fact Knabe pianos as bearing 
the “Knabe guaranty” is not ground for denying it injunctive relief, since it is 
not clear that the “Knabe guaranty” went beyond a guaranty of quality. 


. TrapE-Marks—DeEFrEeNnsEsS—INFRINGEMENT—MISREPRESENTATION. 


Where the plaintiff was the owner of the trade-marks and good-will of its 
predecessors, the fact that it put out pianos under the name of “Wm. Knabe & 
Company,” which was one of the trade-marks, without disclosing its successor- 
ship to ““Wm. Knabe & Company”’ does not deprive it of its right to protect 
the name against infringement. 


. Trape-Marxs—Ricuat to Uste Own Name. 


Where, in the sale of a business, there is no restriction of the rights of the 
vendors to enter into the same business and to employ their name in connection 
therewith, either individually or as a part of a corporate name, the vendors are 
justified in so doing, provided they do not employ the trade-marks of the pur- 
chaser or invade the good-will of his business, since the purchaser did not obtain, 
either by common law or by registration under the statute, exclusive rights in 
the use of the family name. 


. TrapE-Marks—UssE or Notice To DistTINGuIsH. 


Since the warning notice used by defendant was placed inside the piano, 
the court was justified in requiring that a further notice be placed on the out- 
side. But a metal plate with finely inscribed lines which stated that the piano 
was “not an original Knabe” or “not a Knabe”’ tended to discredit the defend- 
ant’s product and went beyond the relief to which the plaintiff was entitled. 
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7. TrapE-Marks—Usz or Notice To DIstINGUIsH. 

Defendant held entitled to use its corporate name upon the fall-boards of 
its pianos, accompanied by a legible notice affixed to the cheek-block, in black 
letters upon a white background, which shall be readily legible and shall state 
the relationship between the plaintiff and defendant and plaintiff and defend- 
ant’s predecessors. This notice is to be used in connection with the more 
verbose one inside the piano. 

8. TrapE-Marks—ADVERTISING—FORMER CONNECTIONS. 

Defendant is entitled to represent, by advertising and otherwise that its 
product is the only one made by a Knabe or a living Knabe, provided the fact 
is also stated that defendant has no connection with the original manufac- 
turers or their successors. Nor should defendant be restrained from asserting 
that its product is of Knabe quality when accompanied by such unmistak- 
able disclaimer of origin of manufacture as to preclude confusion. 

Cross-appeals from a decree of the United States district 
court, for the southern district of Ohio. Regarding the decision 


of the court below, see 4 T. M. Rep., p. 247. Modified. 


Kramer & Bettman, of Cincinnati, Ohio (Gilbert Bettman, 
and John D. Ellis, both of Cincinnati, Ohio, of counsel), 
for appellant and cross-appellee. 

Harmon, Colston, Goldsmith & Hoadly, of Cincinnati, Ohio, 
and Masten & Nichols, of New York City, for appellee and 
cross-appellant. 


Before KNApPEN and DENISON, circuit judges, and CLARKE, 
district judge. 


KNaAppEN, Circuit Judge. The case is here on appeal and 
cross-appeal, respectively, from a final decree upon pleadings and 
proofs in a suit brought by the American Piano Company against 
the Knabe Bros. Company for infringement of trade-mark and for 
unfair competition. 

William Knabe began the manufacture of pianos at Balti- 
more, Md., in 1837, continuing therein until his death in 1864, 
doing business for the most of that period in the name of Wm. 
Knabe & Co. Upon his death, his sons Ernst and William II, 
together with his son-in-law (Keidel), succeeded to the business, 
carrying it on in the same firm name until 1889, when the busi- 
ness was incorporated as “Wm. Knabe & Co. Manufacturing 
Company of Baltimore City,” with a capital stock of one million 
dollars; Ernst Knabe being president until his death in 1894. 
Ernst’s two sons, Ernst, Jr., and William III, entered the business 
when respectively 17 years of age, serving a thorough apprentice- 





182 SIX TRADE-MARK REPORTER 


ship in the manufacture of pianos and every part thereof, and ac- 
quiring experience, skill, education, and training in such manu- 
facture according to the Knabe standards and traditions. Upon 
the death of Ernst Knabe, Sr., his two sons named succeeded to 
his interest and became directors and officers; Keidel being mana- 
ger. In 1898 Keidel sold out his interest to Ernst, Jz., and William 
III, who thereupon became the owners of substantially all the capi- 
tal stock of the corporation and its active managers, being also 
president and vice-president, respectively. In 1905 the Wm. 
Knabe & Co. Manufacturing Company registered, under the law 
of 1905 (Act Feb. 20, 1905, c. 592, 33 Stat. pt. 1, p. 724), three 
trade-marks, one upon the word “Knabe” alone, another upon 
that word in design, the third upon the name “Wm. Knabe & 
Co.” in old English type. The pianos made by Wm. Knabe & Co. 
and the Wm. Knabe & Co. Manufacturing Company have gen- 
erally been known to the trade either as ““Wm. Knabe & Co.” 
pianos or as “ Knabe”’ pianos, usually, at least, bearing the name 
“Wm. Knabe & Co.” on the fall-board. The Knabe piano has 
always been a high-class instrument. 

In 1908 the American Piano Company was organized by way 
of consolidation of the Wm. Knabe & Co. Manufacturing Com- 
pany, Chickering & Sons, and the Foster-Armstrong Company; 
the consolidated company acquiring all the capital stock of the 
Knabe Company (paying therefor in stock of the American Piano 
Company) and the Knabe Company conveying to the American 
Piano Company all its assets (with certain immaterial exceptions), 
expressly including good-will, trade-marks, and trade-names. 
Ernst Knabe, Jr., and William Knabe III were active spirits in the 
formation of the American Piano Company, and upon its organi- 
zation became actively connected with the management of its 
business, becoming directors and respectively president and vice- 
president. In 1910, as a result of disagreements and litigation, 
the two Knabes retired from the American Piano Company, 
having parted with all their stock therein. In 1911, through the 
aid of their friends, they organized, under the laws of Ohio, a cor- 
poration known as the “ Knabe Bros. Company,” acquiring the 
capital stock, plant, and properties of the Smith & Nixon Piano 
Company at Norwood, Ohio (Ernst Knabe moving to Cincinnati 
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from Baltimore), and proceeded to manufacture, not only the 
Smith & Nixon piano, under that name, but also the piano here in 
question. The latter piano, as first manufactured, bore upon its 
fall-board the words “* Knabe Bros. Co., Cincinnati” (without other 
designation), and upon the cheek-block, at the left of the bass scale, 
the following prominently displayed notice: 

“ NOTICE 

“Our product must not be confused with the Wm. Knabe & Co. piano of Balti- 
more, now manufactured by the American Piano Co. 

“The managing officers of this Company are Ernst J. Knabe, Jr., and Wm. 
Knabe III, grandsons of the original Wm. Knabe and formerly officers of Wm. 
Knabe & Co. of Baltimore. 

“This piano is absolutely guaranteed as to workmanship and material and 
has been inspected personally by ...... ” (blanks being left for signature, date 
and number). 

Thereupon the American Piano Company filed its bill to 
restrain the Knabe Bros. Company from using the word “ Knabe” 
as a part of its corporate name in manufacturing, selling, or deal- 
ing in pianos, or using upon its pianos any name or mark in which 
the word “‘Knabe”’ appears, or of which it forms a part, and from 
using that word, either alone or with other words, in circulars, 
catalogues, letter heads, advertisements, labels, or otherwise, in 
connection with the manufacture, sale, or hire of pianos; also from 
holding out defendant’s pianos as “‘Knabe pianos.” By cross- 
bill defendant sought to restrain plaintiff from certain alleged un- 
fair misrepresentations. 

A preliminary injunction was issued restraining defendant 
from placing upon its fall-boards the marking before referred to, 
and permitting only in place thereof the use of a metallic plate, 
which as finally approved by the court was less than three inches 
long and about one inch wide, bearing the following engraved in- 
scription: 


“The Knabe Bros. Company. This piano is not an original ‘Knabe,’ but is 
made under the supervision of E. J. and Wm. Knabe III, grandsons of the original 
Wm. Knabe I.” 

Plaintiff was at the same time, on defendant’s application, en- 
joined from publishing statements that the Knabes of the present 
generation are still making the Wm. Knabe pianos, or are con- 
nected with that company, or that Ernst Knabe, Jr., or Wm. Knabe 
III have any connection with the American Piano Company. 
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Thereafter, during the pendency of suit, defendant used upon its 
fall-boards only the metallic plate permitted by the court’s order, 
discontinuing the use of the cheek-block notice. The final decree 
made no change respecting the markings permitted upon the fall- 
boards or the exterior of the pianos, except that the word “original” 
was to be omitted; the plate thus containing the statement “This 
piano is not a Knabe.”” Defendant was also perpetually enjoined 
from representing by advertisement or otherwise that its pianos 
are the only pianos made by a Knabe or by a living Knabe,' or that 
complainant’s pianos are not Knabe pianos in fact, but only in 
name; also from representing by advertisement or otherwise that 
any part of complainant’s business has been moved to Norwood or 
Cincinnati, or that defendant, or either or both of the Knabes men- 
tioned, succeeded to the business conducted by complainant’s 
Knabe factory; also from in any manner attempting to injure the 
good-will and reputation of complainant or of the Wm. Knabe & 
Co. Manufacturing Company, as well as from doing anything 
which would lead the public to believe that defendant’s pianos are 
Knabe pianos. The final injunction imposed restraint upon plain- 
tiff substantially as did the temporary injunction. 

Defendant not only complains of the extent of the relief 
granted plaintiff, but asks that the bill be dismissed. Apart from 
the meritorious question whether defendant has invaded plain- 
tiff’s rights, the dismissal asked does not rest upon meritorious 
grounds. ‘True, the bill was filed before defendant’s pianos were 
actually upon the market; but defendant was arranging to put 
out a piano bearing its corporate name upon its fall-board and with 
the warning notices stated. Assuming for the present that the 
warning intended to be employed was insufficient, plaintiff was 
not bound to wait until the piano was actually on the market. 

But plaintiff is charged with coming into court with unclean 
hands: (1) By continuing to advertise by signs, catalogues, and 
otherwise the connection of Ernst, Jr., and William III with the 
manufacture of plaintiff's Knabe pianos after their connection 
with the plaintiff company had ceased; (2) by advertising “club 


1In fact the two Knabes mentioned seem to be the only living Knabes engaged 
in the piano business; Charles Keidel, a grandson of Wm. Knabe I, was for a time 
connected with the American Piano Co., but died during the pendency of this suit. 
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sales” of pianos not in fact Knabe pianos as bearing the Knabe 
guaranty; and (3) in deceiving the public by selling pianos under 
the Knabe name without disclosing the plaintiff's successorship 
to Wm. Knabe & Co. It appears, however, that the offending 
publications were promptly discontinued when complained of, and 
we are not convinced that deception in that regard was intended. 
As to the second point: Plaintiff sold other pianos besides the 
Knabe, including some taken in exchange, and it is not clear that 
the “Knabe guaranty”’ meant in the case in question that the 
pianos were sold as Knabe pianos, or went beyond the guaranty of 
quality. Respecting the third point: In view of the conveyance to 
plaintiff of the name, trade-marks, and good-will of its predeces- 
sors, a putting out of Knabe pianos under the name of “Wm. 
Knabe & Co.” did not, in our opinion deprive plaintiff of the right 
to protect the name against infringement, Herring v. Hall (208 
U.S. 554, 557, 558, 28 Sup. Ct. 350, 52 L. Ed. 616); Chickering v. 
Chickering ({(C. C. A. 7] 4 T. M. Rep., 279, 215 Fed. Rep., 490, 499, 
500). 

Coming to the meritorious question: By the sale of the Wm. 
Knabe & Co. Manufacturing Company’s assets and good-will, the 
right of Ernst Knabe, Jr., and William Knabe III, to manufacture 
and sell pianos was in no way restricted in terms. Subject to the 
limitation hereafter stated, they thus had a perfect right, on sev- 
ering their connection with the plaintiff company, to employ their 
own names in the business of manufacturing and selling pianos, 
either as individuals or in the name of the corporation of which 
they were the active managers and operators, and which in a proper 
sense represented their personal business. They had, however, 
no right to employ the trade-marks and trade-names which plain- 
tiff had obtained under the purchase of the Knabe Manufacturing 
Company’s assets, or to invade the good-will of that business. 
But by virtue neither of the common law nor of the registration 
under the statute of 1905 did plaintiff, as successor to Wm. Knabe 
& Co. or otherwise, obtain the exclusive right to the use of the name 
Knabe as a part of the corporate name in which the business was 
done. (Howe Scale Co. v. Wyckoff, 198 U.S. 118, 134, 25 Sup. 
Ct. 609, 49 L. Ed. 972, and following; Donnell v. Herring, 208 U.S. 
267, 272-278, 28 Sup. Ct. 288, 52 L. Ed. 481, and following; Herring 
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v. Hall, supra; Davids Co. v. Davids, 4 T. M. Rep. 175, 233 U. S. 
462, 470, 34 Sup. Ct. 648, 58 L. Ed. 1046; Hall v. Herring [C. C. A. 
6], 146 Fed. Rep. 37, 40, 76 C. C. A. 495, 14 L. R. A. [N. S.] 1182, 
and following; Stix, Etc., Dry Goods Co. v. Amer. Piano Co. [C.C.A. 
8],4 T. M. Rep. 246, 211 Fed. Rep. 271, 274, 127 C. C. A. 639; 
Nashville Syrup Co. v. Coca-Cola Co. [C. C. A. 6],4T. M. Rep. 
323, 215 Fed. Rep. 527, 132 C. C. A. 39, Ann. Cas. 1915B, 358.) 
Defendant had further the right to advertise and make the 
most, by legitimate means, of the former connection on the part of 
its managing officers and their familiarity with the manufacture of 
pianos, and even of Knabe pianos, and to get the benefit of such 
legitimate prestige as was afforded thereby. This right, however, 
to employ the family name of these Knabes in connection with their 
own business was subject to this stringent limitation; the name 
could be employed only upon condition that reasonable precaution 
be taken to make it clearly appear that the goods were defendant’s 
own goods and of its own make, and not those of plaintiff or its 
predecessors. If defendant did not employ plaintiff’s trade- 
marks or trade-names, and in connection with the use of its own 
corporate name took such steps as to make clear the actual origin 
of the goods and to prevent misunderstanding and confusion with 
plaintiff’s goods, defendant has not infringed plaintiff’s rights so 
far as the mere putting out of pianos is concerned; otherwise, 
plaintiff’s rights have been invaded. Defendant, of course, had 
no right to use the trade-name of “ Knabe,”’ or ““Wm. Knabe & 
Co.”’ (indeed, defendant disclaims such right), for the use of those 
names would naturally and directly tend at least to create confu- 
sion as to the origin of the goods. Nor has defendant the right to 
advertise its pianos as Knabe’s, for the unqualified use of that word 
naturally suggests origin of manufacture. It is also clear that the 
mere use, either with or without the place of manufacture, of the 
name Knabe Bros. Company is not enough to distinguish defend- 
ant’s goods from plaintiff’s, for the general public is presumably 
unfamiliar with the place of manufacture of the Wm. Knabe & Co. 
pianos or the precise form of the manufacturer’s name. The name 
““Knabe” is the impressive feature; and while dealers are pre- 
sumably in little, if any, danger of being misled by the use of de- 
fendant’s name without other warning, the ultimate purchaser of 
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only ordinary information is the one to be considered. (De Voe 
Snuff Co. v. Wolff [(C. C. A. 6],3T. M. Rep. 433, 206 Fed. Rep. 
420, 424, 124 C. C. A. 302, and cases there cited.) It is also clear 
that defendant’s use of script type (instead of the use of the old 
English of the trade-mark ““Wm. Knabe & Co.’’) does not suffi- 
ciently distinguish. 

While there was on the inside of the piano a notice that de- 
fendant had no connection with the Wm. Knabe Company or with 
plaintiff, we have no assurance that prospective purchasers would 
necessarily see or be attracted by this notice. The court was thus 
clearly justified in requiring that there be placed on the outside of 
the piano further warning notice than given by defendant’s name 
and address on the fall-board. But we think the adoption of the 
metal plate as such a warning notice exceeded what was proper and 
necessary. The fact that defendant used on its pianos its own cor- 
porate name (containing the name “Knabe’’) required it to ex- 
plain, but not to apologize; and we think the use of the metal plate 
with its finely inscribed lines, instead of the plain and universally 
used lettering upon the fall-board, directly and unnecessarily 
tended to discredit the regularity of defendant’s product. We also 
think the statement that the piano is “not an original Knabe,” 
or “‘not a Knabe,” is unjustified; for thereby defendant was made 
to disclaim that the Knabe quality resided in its piano, and it fairly 
appears that the name “‘ Knabe’’ has come to indicate both origin 
and quality. Defendant was bound to disclaim an implied origin 
of manufacture in plaintiff or its predecessors; it was not bound to 
disclaim such quality in its product. 

We think defendant entitled to use its corporate name as 
manufacturer upon the fall-boards of its pianos. The question is: 
How can plaintiff in such case be adequately protected by warning 
notice? It is manifestly impossible to put a sufficient notice on the 
fall-boards without substantially mutilating and so unduly dis- 
crediting the pianos. There is no imperative requirement that the 
notice immediately follow the use of the manufacturer’s corporate 
name. ‘The rule, as variously stated, is that defendant must ac- 
company the use of its name “with the explanation” (Merriam v. 
Saalfield, 2'T. M. Rep. at page 451, 198 Fed. Rep. at page 375, 117 
C. C. A. 245): it must “unmistakably inform” the public that the 
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article of its production (Singer v. June, 163 U.S. at page 200, 
16 Sup. Ct. 1002, 41 L. Ed. 118); it must so distinguish that “no 
one with the exercise of ordinary care can mistake” (Sazlehner v. 
Eisner, 179 U.S. at page 41,21 Sup. Ct. 7,45 L. Ed. 60); it must give 
“the antidote with the bane”’ (Herring v. Hall, 208 U. S. at page 
559, 28 Sup. Ct. 350, 52 L. Ed. 616); it must be ‘“‘clearly made to 
appear” that the goods were defendant’s, and not those of plaintiff 
or its predecessors (Davids v. Davids, 4 T. M. Rep. at page 182, 
233 U.S. at page 471, 34 Sup. Ct. 648, 58 L. Ed. 1046); the name 
cannot be used “without also giving information to the public” 
that it is not the business formerly carried on by Wm. Knabe & 
Co. (Hall v. Herring, 146 Fed. Rep. at pages 37, 44, 76 C. C. A. 
495, 14 L. R. A. [N. S.] 1182); in other words, the means adopted 
must be adequate to fully prevent confusion. True, in the Water- 
man Pen Case (5 T. M. Rep. 1, 235 U.S. 93, 94, 35 Sup. Ct. 91, 
59 L. Ed. 142, the warning notice was required to be “juxtaposed” 
with the name of the manufacturer (and see Waterman v. Drug Co. 
[C. C. A. 6], 3 T.M. Rep. 120, 202 Fed. Rep. at page 169, 120 C. C. 
A.455); but in the case of a pen a warning notice unless immediately 
juxtaposed would be inoperative. 

A piane, however, presents different considerations; its pur- 
chase is a substantial one, and a prospective purchaser usually 
looks pretty carefully before buying. We see no reason to doubt 
that a completely effective warning against confusion as to origin 
would be furnished by a proper notice permanently attached to the 
cheek-block, in black upon a white ground, in letters readily legible, 
in connection with the modification of the fall-board inscription 
hereafter provided and the display of the notice we shall later 
speak of, and which we print in the margin of this opinion. It 
seems inconceivable that any prospective buyer would fail to see 
and read a notice so prominently displayed on the cheek-block. 
We think, however, the notice used by defendant, before the adop- 
tion of the metal plate on the fall-board, was an insufficient warn- 
ing. It did not distinctly show that the piano was not the product 
of the original manufacturers of Knabe pianos, and such notice we 
think plaintiff entitled to. The inscription upon the fall-board 
should be in substantially the words “Made by Knabe Bros. Co., 
Cincinnati.”” The cheek-block notice should be without ornamen- 
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tation, and in plain, legible letters, as large as in defendant’s first 
manufacture, and in substantially the following form: 
“NOTICE 
“This piano is not made by Wm. Knabe & Co. of Baltimore, who were the 
original manufacturers of the Knabe pianos, nor by the Wm. Knabe & Co. Mfg. 
Co., nor by the American Piano Co., successors of Wm. Knabe & Co. The Knabe 


Bros. Co. (maker of this piano) is not the successor of and has no connection with 
either of those three companies. 


“The managing officers of the Knabe Bros. Co. are Ernst J. Knabe, Jr., and 
William Knabe III, grandsons of the original Wm. Knabe, and formerly officers 
of the Wm. Knabe & Co. Mfg. Co. of Baltimore.” 

There may be added, if desired, the guaranty and statement of 
inspection, as in the original cheek-block notice. Counsel will be 
heard upon the precise language of the notice in connection with the 
settling of the form of mandate. No markings upon the piano 
should be required, other than the fall-board and cheek-block in- 
scriptions referred to, in connection with those already used on the 
interior of the piano. 

We are aware that in Chickering v. Chickering (4 T. M. Rep. 
279, 215 Fed. Rep. 490), the circuit court of appeals of the seventh 
circuit practically required defendant to use on its fall-board a 
new name for the piano. But the Chickering case differs materi- 
ally from the instant case; there the defendants were only remotely 
related tothe original manufacturers of Chickering pianos, and had 
never until the alleged infringing action been in any way con- 
nected with the manufacture of Chickering pianos, so that the 
right to use their own name was rightly judged by a much stricter 
standard. Moreover, the use of a notice upon the cheek-block 
was evidently not considered, and apparently not suggested. We 
think there is no necessary conflict between our conclusion and 
that adopted in the Chickering case. 

Coming to the subject of defendant’s representations, by ad- 
vertising and otherwise: The advertising employed by defendant, 
or its agent, or both, went in some instances beyond what was 
proper; and we approve the restraint imposed by the court below 
in that regard, except in two particulars: (a) In paragraph 3 of the 
decree defendant is enjoined from stating or representing, by 
advertisements or otherwise, that the pianos manufactured by or 
for defendant are the only pianos made by a Knabe or by a living 
Knabe, or words to that effect. We think defendant entitled to 
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make this statement if and so long as it is the truth (as we under- 
stand it to be), provided, always, it is made clearly to appear that 
defendant and its officers have no connection by succession, in- 
heritance or otherwise, with the business of the original manu- 
facturers of the Knabe piano or the successor of those original 
manufacturers. (b) In paragraph 6 of the decree defendant is 
enjoined from making any statement, by advertisement or other- 
wise, that would lead the public to believe that pianos manufac- 
tured by or for defendant, or to be disposed of by or for it, are 
Knabe pianos. This should be so limited as not to forbid the 
assertion of a claim that defendant’s pianos have the quality of 
Knabe pianos, provided, of course, there is such unmistakable 
disclaimer as to origin of manufacture as to preclude any confusion 
in that respect. 

In the case of Stix, Baer & Fuller Dry Goods Co. v. American 
Piano Co. (4'T. M. Rep. 246, 211 Fed. Rep. 271, 127 C. C. A. 639 
[to which case the plaintiff and defendant here were parties]), the 
circuit court of appeals of the eighth circuit (4 T. M. Rep. 253, 
211 Fed. Rep. 277, 127 C. C. A. 639) prescribed the form of re- 
straint imposed on the use of the name Knabe, together with the 
form of a notice (before referred to and marginally printed below’) 
required to be conspicuously inserted in circulars, catalogues, and 
advertisements, and to be framed and kept displayed upon de- 
fendant’s pianos in all salesrooms in which they are offered for sale. 
For the sake of uniformity, and also because the requirement and 
notice meet our approval, the decree herein will contain similar 
provision. 

‘NOTICE 


The Knabe Piano was made from 1837 to 1889, at Baltimore, by William 
Knabe & Co. In 1889 this firm was incorporuted as William Knabe & Co. Manu- 
facturing Company, and continued under that name until 1908, when it sold all 
its property, good will, and trade-name to the American Piano Company, which 
has since been, and now is, carrying on said business at Baltimore. 

Ernst J. Knabe, Jr., and William Knabe III learned the business from their 
father, Ernst Knabe, who had charge of it from 1864 to 1894. They were president 
and vice-president of the above companies from 1898 to 1911. In the latter year 
they withdrew from the American Piano Company and organized the Knabe Bros. 
Company, and began making pianos in Cincinnati. 

The piano made at Baltimore has been, and now is, known to the trade as the 
“Knabe”’ or “William Knabe & Co.” piano. The piano of the Knabe Bros. Com- 
pany is named “‘The Knabe Bros.” piano. It is a new manufacture, and has no 
connection with the pianos made at Baltimore. 











JACOWAY V. YOUNG, ET AL. 191 


We agree, also, with the circuit court of appeals of the eighth 


circuit that oral representations, while not required to be as ex- 
plicit as those in writing, should be in harmony with the provisions 
referred to. It follows from what we have said that the injunc- 
tion provisions of the final decree relating to plaintiff meet our 
approval. 


The district court is directed to so modify its decree as to con- 


form to the views we have expressed. The defendant will recover 
its costs of this court. 





JACOWAY v. Youna, et al. 


(228 Fed. Rep., 630) 
Circuit Court of Appeals, Eighth Circuit 


November 16, 1915 


. TrapE-Marks—Ricuts—OwnenrsilP. 

The exclusive right to the use of a trade-mark rests not on invention, but 
on such use as makes it indicative of the origin of the claimant’s goods. 
. TrapE-Marks—INFRINGEMENT. 

Plaintiff's registered trade-mark “Old Smoke House” is valid and in- 
fringed by defendant’s use of a label which appropriated the trade-mark 
features of plaintiff’s by referring to the subject of a portrait as “Old Smoke 
House Root,” and the wording of which closely simulated the wording of plain- 
tiff’s label. The use of the word “Magic” to describe defendant’s goods does 
not remove the infringement. 

. INFRINGEMENT—UNFAIR COMPETITION—JURISDICTION. 

In a suit alleging infringement of a registered trade-mark and unfair 
competition, where the United States district éourt had jurisdiction over the 
parties for the purpose of enjoining the infringement, it also has jurisdiction 
to restrain all wrongful acts done in connection with the infringement which 
augment and aggravate the wrong. 

. Unrarr CoMPetitionN—ELEMENTS. 

Where plaintiff used on its label a laudatory description of his goods which 
originated with plaintiff, and defendant used this same address on his labels, 
such unfair competition should be restrained. 

. Unrarr Competition—INFRINGEMENT—ACCOUNTING. 

Where defendant has infringed plaintiff's registered trade-mark and com- 
peted unfairly, plaintiff held entitled to an accounting of profits from date of 
filing of original bill. 


On appeal from a decree of the United States district court 


for the district of Colorado, dismissing the bill. Reversed with 


directions. 
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John A. Gordon, of Denver, Colo. (John Thomas Maley, of 
Denver, Colo., on the brief), for appellant. 

D. Edgar Wilson, of Denver, Colo. (George T. Hodges and 
Lafayette F. Crawford, both of Denver, Colo., on the brief), 
for appellees. 


Before CarLAnp, Circuit Judge, and Amipon and VaN VAL- 
KENBURGH, District Judges. 

Van VALKENBURGH, District Judge:—This is a bill to restrain 
infringement of trade-mark and for accounting. The court below 
held that the action complained of did not constitute infringement, 
and entered a decree dismissing the bill. 

The trade-mark involved concerns smoking tobacco, and is 
registered as ““Old Smoke House.”’ This mark, as disclosed by the 
application and statement filed in the United States Patent Office, 
is designed to be applied or affixed to the goods or to the pack- 
ages, boxes, or receptacles containing the same, etc., and is intended 
to stamp the goods put out by complainant, who has, for some years 
owned and operated, in Denver, Colo., a store known and char- 
acterized as the “Old Smoke House.” The trade-mark was ap- 
plied for December 21, 1906, and was duly registered March 19, 
1907. The statement alleges and the proof shows that this mark 
has been continuously used in complainant’s business since about 
June 1, 1905. On that date one Myron A. Root was in the employ 
of complainant. He had previously owned this same place of 
business, but it had passed from his hands, and, by conveyance and 
by operation of law, had become vested in complainant Jacoway. 
It was while Root was thus employed at complainant’s place of 
business that a mixture of smoking tobacco known and char- 
acterized as “‘Old Smoke House Blend”’ was prepared and offered 
tothe trade. Root claims to have been the originator of this blend. 
However that may be, Jacoway applied for and obtained this 
trade-mark for the protection of this product of his business. A 
label containing the trade-mark was applied to packages of tobacco 
prepared by the house, and upon that label appeared an address 
to pipe smokers, which originated in appellant’s place of business. 
This label, containing both the trade-mark and the address afore- 
said, is as follows: 


Pesaro 
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Later on Root left the employ of appellant and entered that 
of appellees. He claims that while in the employ of appellant he 
had been accorded the soubriquet “Old Smoke House Root, the 
Tobacco Wizard,” and that he carried with him also the right and 
title to the “Old Smoke House Blend,” of which he likewise claims 
he was the originator. In conformity with these claims, appellees 
have put out packages of smoking tobacco, similar in size and gen- 
eral appearance to those prepared by appellant as aforesaid, upon 
which the following label appears: 
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In this action appears the invasion of appellant’s rights, of 
which complaint is made. The court below dismissed the bill on 
the stated grounds: first, that Root never parted with the exclu- 
sive right to compound and sell his particular blend of smoking 
tobacco: second, that the label containing the words “Smoke 
House’”’ used these words not to indicate where, but by whom, 
the article is compounded. 

This holding involves a misconception of the theory which 
underlies the law governing trade-marks and affording protection 
to the property right created thereby. A trade-mark has no effi- 
cacy except in connection with the business in which it is used. 
It cannot be assigned separately therefrom, and ordinarily passes 
with a transfer of the business. It may be true that Root was a 








194 SIX TRADE-MARK REPORTER 


handler and blender of tobaccos, as he claims. This alone would 
not confer trade-mark rights. Nothing of record impeaches this 
mark, which is arbitrary, distinctive, and apt for the purposes for 
which it was designed. It was applied for and secured by com- 
plainant in connection with his business. Root, the individual, 
going from complainant to respondent, in the capacity of a mere 
employee, dealing with goods and a business not his own, could not 
carry with him a registered trade-mark, nor personal rights de- 
structive thereof. The doctrine of prior use does not apply in 
such a case, because the exclusive right to the use of a trade-mark 
rests not on invention, but on such use as makes it point out the 
origin of the claimant’s goods. It must be early enough for that, 
but absolute priority is not required. (Tetlow v. Tappan [C. C.], 
85 Fed. Rep. 774.) Moreover, whatever prior use is shown took 
place in the Old Smoke House business, which, with all its rights, 
has accrued to appellant. It is very evident that respondent’s 
package is intended to, and does, appropriate the characteristic 
trade-mark features of complainant’s package. The employment 
of the word “‘ Magic” as descriptive of respondents’ blend does not 
relieve, because the entire wording of the trade-mark appears upon 
the packages in such connection as to persuade the buyer that 
this is, in reality, the ““Old Smoke House” product. The trade- 
mark being valid, and no serious contention is made to the contrary, 
respondents’ package is, well within the doctrine announced in all 
the cases, an infringement. 

Appellant also charges appellees with unfair trade in the use of 
the address to pipe smokers, to which reference has been made, in 
connection with the unwarranted use of the trade-mark itself. The 
trade-mark found to be valid, the district court had jurisdiction of 
the parties, and of the subject-matter, for the purpose of enjoin- 
ing not only the infringement of that trade-mark, but also all wrong- 
ful acts done in connection with the infringement which augment 
and aggravate the wrong. (Ross v. Geer [C.C.], 1T. M. Rep. 310; 
188 Fed. Rep. 731.) This flows from the general rule of equity 
that, having taken cognizance of the case upon any ground on 
which jurisdiction is given, the court will proceed to dispose of 
the whole controversy between the parties. (Woods Co. v. Valley 
Iron Works [C. C.], 166 Fed. Rep. 770; Hobbs v. Gooding [C. C.], 
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164 Fed. Rep. 91; White v. Ewing, 159 U.S. 36, 15 Sup. Ct. 1018, 
40 L. Ed. 67.) 

Appellant is entitled to a decree enjoining appellees, their 
agents, and employees from using the trade-mark “‘Old Smoke 
House”’ in connection with packages of smoking tobacco as prayed; 
also from using the address to pipe smokers upon their labels ap- 
plied to such packages of smoking tobacco; also for an accounting 
for the period beginning with the filing of the petition in the court 
below. 

The decree of the district court is reversed, with directions to 
enter a decree in accordance with the views herein expressed. It 
is so ordered. 


Basket Stores oF LINCOLN v. ALLEN, et al. 
(155 N. W. 893) 


Nebraska Supreme Court 


December 23, 1915 


1. TrapE-Marks—INFRINGEMENT. 

It is an infringement on a legally acquired trade-name to use in the same 
locality and in the same line of business, another name of an import so similar 
that ordinary attention would not disclose the difference between the two 
names. 

2. TrapE-Marks—INFRINGEMENT— INJUNCTION. 

When the owner of a trade-mark applies for an injunction to restrain a 
competitor from injuring his property by making false representations to the 
public, it is essential that the complainant and defendant should both be 
engaged in the sale of the same kind of goods. 


On appeal from a decision of the district court, Lancaster 
County, granting an injunction. Affirmed. 


R. H. Hagelin, of Lincoln, for appellants. 
Sterling F. Mutz, of Lincoln, for appellee. 


Hamer, J. The plaintiff, a corporation, seeks to enjoin the 
defendants, Frank S. Allen and Ida Forde, from doing business 
under the firm name of “The Basket Store.” Plaintiff alleges 
that its place of business is at 1020 P street. It is conducting 
eight stores in Lincoln. They are described in plaintiff’s petition 
as: “Basket Store’”’ No. 1; “Basket Store’”’ No. 2; “Basket Store” 
No. 3; “Basket Store’? No. 4; “Basket Store’’ No. 5; “ Basket 
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Store’? No. 6; “Basket Store’’ No. 7; “‘Basket Store”? No. 8. 
Plaintiff alleges that it has been continuously in the business of 
buying and selling groceries and meats at retail since the 18th day 
of March, 1908, and that it has used for its trade-name at the sev- 
eral places of business which it names in its petition the words 
“Basket Store’’; that the scope of territory in which the plaintiff 
does business includes all the city of Lincoln, University Place, 
Havelock, College View, Bethany, and West Lincoln, with con- 
tiguous territory in Lancaster county on all sides of the said cities 
and villages and fora distance of several miles into the country. 
Plaintiff claims that it is entitled to the exclusive use of the name 
“Basket Store”’ in its business in said territory and without inter- 
ference; that the plaintiff has built up a large and prosperous busi- 
ness, and has spent large sums of money in advertising and putting 
the name “ Basket Store”’ before the public; that the public became 
acquainted with the plaintiff through the use of the trade-name 
“Basket Store,” as also the reputation of the plaintiff for low prices 
when compared with other stores; that the defendants, knowing 
these facts, on the 15th day of June, 1912, fraudulently and unlaw- 
fully commenced to use the plaintiff’s said name “ Basket Store”’ 
in the grocery business in University Place, and within the terri- 
tory in which the plaintiff does business; that by virtue of the use 
of the said name by the defendants the public and the plaintiff’s 
customers have been deceived and have been led to believe that 
they are dealing with the plaintiff when in fact they are 
dealing with the defendants; that the use of said name by the 
defendants is unfair to the plaintiff, and is taking advantage 
of the plaintiff’s extensive advertising of its business, and that the 
plaintiff has thereby lost many customers and is still losing them; 
that the plaintiff has been damaged by the loss of said customers 
and by the loss of profits and by the loss of the value of its adver- 
tising; that the plaintiff has repeatedly requested the defendants 
to refrain from using the said name in their said business, but they 
refused to do so and are still using said name; that by virtue of 
the continuing nature of the injury and damage to the plaintiff, 
there is no adequate remedy at law, and that if there was a remedy 
at law, the same would involve a multiplicity of suits, and would 
be uncertain, protracted and of no value. The prayer to the origi- 
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nal petition is that the defendants be forever enjoined from using 
the name “Basket Store”’ in connection with the grocery and meat 
business which they conduct in University Place and within the 
territory in which the plaintiff does business. The defendants in 
their answer claim to be conducting a store in the city of Univer- 
sity Place known as a “Basket Store”; that University Place is 
a separate and distinct municipality from that of the city of Lin- 
coln, and that said cities are five miles apart; that what the de- 
fendants did was done in good faith, and without any intention to 
injure or defraud the plaintiff. The case came on for trial on the 
7th day of July, 1913, whereupon it was adjudged that the plain- 
tiff is entitled to the exclusive use of the name “The Basket Store” 
within the territory named in the petition, and that the defend- 
ants be forever enjoined from using the said name in connection 
with their said grocery and meat business in University Place, 
Nebraska, and that the defendants pay the costs. From this 
judgment the defendants appeal. 

An examination of the evidence would seem to show that the 
plaintiff’s business has become valuable by reason of the fact that 
the purchaser of goods is attracted by the method of doing busi- 
ness and the financial advantage which may result to him. He 
is likely to say to himself that if he goes and pays cash at that kind 
of a store for such goods as he can purchase, he will get the goods 
for less than their retail price; that other persons who buy there 
will get the goods which they purchase at less than the retail price; 
that one of the reasons that he will get the goods at less than the 
retail price is because, where the store is a basket store, it does not 
carry the goods to the home of the purchaser. He carries the goods 
himself, or procures a method of transfer. The purchaser may say 
to himself, So long as I deal at a basket store, I will get the goods 
for a less price by reason of the fact that the store is not put to the 
expense of carrying goods over a wide expanse of territory and to 
many purchasers, some of whom never pay. A basket store sells 
strictly for cash. There is therefore no loss by reason of failure to 
collect. Also it may be said that the quality of the goods will be 
much improved by reason of the fact that large quantities will be 
sold, and that they will always be fresh. 

The use of the descriptive words may not be defended upon 
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the ground that they constitute a trade-mark; at the same time 
it would seem to be unfair that one may obtain the business of 
another when the chief value in such business is the name. The 
plaintiff with his eight stores of the same name has built up a 
large and prosperous business, as it appears from the evidence. 
If the defendants seek to take advantage of the name under which 
the plaintiff has been doing business, it is, to say the least, unfair. 
If theirs is a good store, they can build upa reputation of their own. 

In the case of Miskell v. Prokop (58 Neb. 628, 79 N. W. 552), 
this court held that a trade-name might be acquired. The first 
paragraph of the syllabus reads: 

“A right to the exclusive use in the particular locality of a trade-name or a 
sign may be acquired.” 

In that case, however, the judgment was for the defendant. 
The controversy was about the right to use the term “Racket 
Store.” The defendant conducted its business under the name 
“New York Racket Store.” This court held that there was a 
distinction between “New York Racket Store” and “Racket 
Store,”’ and that a careful examination of the words would pre- 
vent the public from being deceived. This court said: 

‘In the present case we think the question upon which the decision must turn 
is, Was the defendant’s sign, taken as a whole, such a simulation of that of the 
plaintiff as to work the mischief attributed to it or well calculated to so do?” 

The doctrine is clearly laid down, however, that there is no 
right to deceive the public or to injure a merchant by the adoption 
of the peculiar name under which he does business. (See Beebe 
v. Tolerton & Stetson Co., 117 Iowa 593, 91 N. W. 905.) 

In Regent Shoe Mfg. Co. v. Haaker (75 Neb. 426, 106 N. W. 
595, 4 L. R. A. [N. S.] 447), this court held that where a mercantile 
company has acquired a trade-name in a particular locality, it is 
entitled to protection against unfair competition in its particular 
line of business by the use of a competitor of a name of such similar 
import as to probably deceive the public. 

We are unable to discover a sufficient reason for setting aside 
the judgment of the district court in favor of the plaintiff. The 
judgment of the district court is affirmed. 

LerrTon and Sepewick, JJ., not sitting. 
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FAIsAN v. ADAIR 
(87 S. E. 1080) 


Georgia Supreme Court 


March 6, 1916 


1. SratutE—INFRINGEMENT ON NAME OR EMBLEMS—VOLUNTARY ASSOCIATIONSe 
The act of 1909 (Civ. Code 1910, §§ 1993, 1994) for the protection of any 
incorporated organization, benevolent or other, against the use or adoption of 
its name, style or emblems by others cannot be invoked by voluntary associa- 
tions. 
2. AssociIaTIONS—CORPORATIONS—INFRINGEMENT OF NAME—INJUNCTION. 
Equity will enjoin individuals, or a corporation, that are using the name, 
insignia and emblems of an existing benevolent and fraternal association to the 
injury of the latter. The facts examined, and held, that the court did not abuse 
its discretion in granting an interlocutory injunction. 
On appeal from a decision of the Supreme Court, Fulton 


County, granting an injunction. Affirmed. 


George Gordon, of Atlanta, for plaintiffs. 
W. H. Terrell, Jas. L. Mayson, and W. A. Fuller, all of At- 


lanta, for defendants. 


Tuomas, J. The plaintiffs are officers of Yaarab Temple, a 
local branch of a voluntary fraternal association known as the 
“Ancient Arabic Order of the Nobles of the Mystic Shrine.” 
Both the local branch and the general association are unincor- 
porated bodies. The defendants are alleged to be members of 
Rabban Temple, a local branch of an order calling itself the “ An- 
cient Egyptian Arabic Order of the Nobles of the Mystic Shrine 
of North and South America, etc.”” The action is to enjoin the 
defendants and their order from using the name adopted by it, 
which is alleged to be a colorable imitation of the name of the 
fraternal association of which the plaintiffs are members, and to 
prevent the use by the defendants, and the association of which 
they are members, of titles, insignia, and emblems in use by the 
organization to which the plaintiffs belong, and to the exclusive 
use of which they allege that organization is entitled. The court 
granted an interlocutory injunction, and the defendants excepted. 

1. The names of the two associations are not substantially 
different, and it is admitted that the defendants are using the same 
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titles, insignia, and emblems in connection with their membership 
in their association as the plaintiffs are using by virtue of their 
membership in the association to which they belong. The court 
was authorized to find that the fraternal association of the plain- 
tiffs first used the name, titles, emblems, etc., in the United States 
and also in Georgia. So that the question is presented of the right 
of the plaintiffs to the injunction prayed against the defendants. 
The right is predicated by the plaintiffs in part on the act of 1909 
(Civil Code 1910, §§ 1993, 1994). That act forbids all persons or 
organizations from assuming, using, adopting, or becoming in- 
corporated under, or continuing to use, the name, style, or emblems 
of any benevolent, fraternal, social, humane, or charitable organi- 
zation previously existing in the state, and which has been incor- 
porated under the laws of this state or any other state, or of the 
United States, or a name or style or emblems so nearly resembling 
the name and style of such incorporated organization as to be a 
colorable imitation thereof. In order for a plaintiff to obtain the 
aid of this act, it must appear that such plaintiff is (1) an incor- 
porated association, (2) that it is a benevolent, etc., organization 
previously existing in this state, and (3) that the defendants pro- 
pose to use, or are using, the name and style or emblems of such 
incorporated organization, or such as so nearly resemble the same 
as to be a colorable imitation. When the plaintiffs admitted that 
their association was unincorporated and that they sued as mem- 
bers of a voluntary association, they did not bring themselves 
within the purview or protection of the statute. (See Emory v. 
Odd Fellows, 140 Ga. 423, 78 S. E. 922.) 

2. But this statutory remedy is not exclusive. Equity will 
enjoin individuals or a corporation that are using the name, insig- 
nia, and emblems of a benevolent and fraternal association to the 
injury of the latter. The plaintiffs had first adopted the name of 
the Ancient Arabic Order of the Nobles of the Mystic Shrine, and 
organized and maintained under that name upon a very large scale 
a fraternal organization, and was operating in the city of Atlanta, 
Fulton County, Georgia. The defendants subsequently organ- 
ized a similar society to be operated in the city of Atlanta, under 
the name of the Ancient Egyptian Arabic Order of the Nobles of the 
Mystic Shrine of North and South America, etc. The above all 











FAISAN V. ADAIR 201 


appears from the pleadings, and is undenied. When the plaintiffs 
brought suit to enjoin the defendants from the use of their name, 
insignia, emblems, etc., the judge who heard the application for 
injunction found that the name adopted by the defendants was 
so similar to that of the plaintiffs that the natural tendency was and 
would be to confuse and mislead the public, and in consequence was 
a fraud and injury which the plaintiffs were entitled to enjoin; 
and he granted the injunction. That was the question submitted 
for his determination. He was to pass upon the questions of fact 
involved in that issue. The judge, in passing upon the facts, had 
before him the admissions of the defendants that the plaintiffs 
had first adopted and used the name in the city of Atlanta, and 
that the defendants subsequently adopted the use of the same 
name, except the inclusion of the word “Egyptian” between the 
words “Ancient”? and “Arabic,” and he found that the names, 
thus similar, were calculated and had the natural tendency to re- 
sult in confusion and embarrassment. It also appeared in evi- 
dence that certain members of the defendant organization had 
painted upon the windows of their respective places of business the 
distinctive emblem of the plaintiff organization. It was only 
necessary to show facts from which the trial judge could reach the 
conclusion that confusion and injury were likely to arise. (Geo. 
G. Fox Co. v. Glynn, 191 Mass. 344, 78 N. E. 89, 9 L. R. A. [N. S.] 
1096, 114 Am. St. Rep. 619.) In the case of Benevolent P.O. E. v. 
Improved Benevolent P. O. E. (122 Tenn. 141, 118 S. W. 389), it is 
stated that the fact that two fraternal organizations drew their 
membership from different races, which did not mingle socially or 
fraternally, is not sufficient ground for denying injunctive relief 
against the use of the name, insignia, ete. It is well established 
that a benevolent, fraternal, or social organization will be pro- 
tected in the use of its name, insignia, etc., by an injunction to 
restrain another organization from using the same, or others so 
similar as to be misleading. (Grand Lodge K. of P. of North and 
South America v. Grand Lodge K. of P., 174 Ala. 395, 56 South. 963.) 
In Knights of Maccabees v. Searle (75 Neb. 285, 106 N. W. 448), 
the court said that it was not necessary for the plaintiffs to allege 
and prove that the public would be misled by the use of a part of 
its name by another organization, but that it was sufficient to 
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allege and prove that there would be a tendency to so mislead the 
public. In Re Polish Catholic Church (31 Pa. Super. Ct. 87), the 
court said: 

‘Confusion likely to follow from the use of similar names is the reason for 


denying the right to such use, rather than the existence of any vested right in the 
organization objecting to the use of the name.” 


Nor is it essential, in such cases, for the plaintiffs to show 
pecuniary loss or injury. The law with respect to trade-marks and 
trade-names applies generally to trade corporations where pecu- 
niary loss or injury may be established; but, with respect to frater- ' 
nal societies not engaged in trade, there may be injury, and serious 
injury, which may not be said to be pecuniary injury. This view 
is sanctioned in the case of Benevolent, etc., Order of Elks v. Improved 
Benevolent, etc., Order of Elks of the World (2 T. M. Rep. 360, 205 
N. Y. 459, 98 N. E. 756, L. R. A. 1915B, 1074, Ann. Cas. 1913E, 

639), where the court said: 


**A benevolent corporation is entitled to an injunction against the unfair and 
misleading use of a corporate name by another corporation engaged in similar 
enterprises, although it is not carrying on any trade, or industrial or financial busi- 
ness, which can be injuriously affected by the use of the name.” 

And while the plaintiffs and defendants in the instant case 
are not incorporated, the principle is the same. (Salvation Army 
v. American Salvation Army, 135 App. Div. 268, 120 N. Y. Supp. 
471; Society of War of 1812 v. Society of War of 1812, 46 App. Div. 
568, 62 N. Y. Supp. 355.) There was no abuse of discretion in the 
grant of a temporary injunction. 

Judgment affirmed. All the Justices concur, except Judge 
Jones, who heard the argument, but did not participate in the 
decision. 


‘ 


Lumpkin, ATKINSON, and Hit, JJ, being disqualified, Judges 
Tuomas, of the Southern circuit, Cox, of the Albany circuit, and 
JonEs, of the Northeastern circuit, were designated to sit in their 
stead. 





